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Go.tpsmitH SILVER ComPpANY v. LLEWELLYN W. SAVAGE 
United States Circuit Court of Appeals 
First Circuit, December 10, 1915 


1. Trape-Marxs—NvUMERALS. . 
Whether naked numerals may constitute a valid trade-mark has never 
been determined. The cases, however, are not without expressions of opinion 


on the subject, some viewing the matter from one standpoint and some from 
another. 


2. TrapE-Marks—INFRINGEMENT—UNFAIR COMPETITION. 

Whether plaintiff proceeds upon the ground of infringement of a trade- 
mark or upon the ground of unfair competition, there is one element common 
to both rights, which it is essential to establish; and that is that the dress of 
the alleged infringing or competing article is so similar to the one competed 
with, that it is probable the purchasing public, while in the exercise of reason- 
able care, will be deceived and led to purchase the competing article for that 
of the plaintiff, with consequent injury to his trade. 


Appeal from a decree of the United States District Court, 
dismissing the complaint. Affirmed. 


For the opinion of the lower court, see 4 Trade Mark Reporter 
268. 


See, also, 3 Trade Mark Reporter, 483. 


Maurice A. Rosen, of Portland, Maine, for the complainant 
appellant. 


Phillips B. Gardner, of Bangor, Maine, for the defendant 
appellee. . 


Before Putnam, Dopce & BinecuaM, J. J. 
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Bineuam, J.: This is a proceeding in equity brought by the 
complainant, appellant, against the defendant in which it alleges 
and claims (1) that it is the owner of a trade-mark in the numerals 
“*108”’ as adopted and used by it with reference to a certain cigar 
which it manufactures and puts upon the market, and that the 
defendant has infringed its right by employing the numerals “208” 
on a cigar which he manufactures and puts upon the market; and 
(2) if it is not entitled to an exclusive right in the numerals *‘108” 
as a trade-mark, that by adoption of them and their use through a 
series of years in connection with the sale of a certain cigar it has 
established a trade therein, and that the defendant, by putting 
upon the market his cigar numbered “208” is guilty of unfair 
competition. 

By agreement of the parties the case was sent to a special mas- 
ter under an order of the court, with directions “to take the tes- 
timony and report the findings of fact and conclusions of law to 
the court, with all convenient speed, subject to exceptions accord- 
ing to the usual course of chancery practice.”” Having heard the 
parties, the master made his report in which he found in substance 
(1) that the complainant’s predecessors in title, adopted the num- 
erals “108” to denote the origin and source of manufacture of a 
certain cigar that it manufactured, which mark the complainant 
and its predecessors have continued to use in connection with the 
manufacture and sale of said cigar for more than twenty years; 
but rules that the complainant had no exclusive right to the use 
of such numerals, in that they would not constitute a valid trade- 
mark when not associated with some name or device to character- 
ize and distinguish them. Having thus disposed of this question, 
he proceeded to consider whether the business, which the complain- 
ant had built up by the use of the numerals “108” in connection 
with its cigar, had been unlawfully interfered with by the defend- 
ant. 

With reference to this subject, he states that one question is 
whether the natural and probable tendency and effect of the con- 
duct of the defendant in his sale of the cigar marked “208” was 
such as to deceive the public, so as to pass off his goods for those of 
the complainant. He then finds that the box containing the cigars 
manufactured and sold by the defendant, when compared with 
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the box containing the cigars manufactured and sold by the com- 
plainant, presented no such resemblance as would cause deception 
on account of similarity; that the shape, size, and general ap- 
pearance of the boxes were very dissimilar, and that the labels 
upon them were entirely different; that the numerals occupied 
different places on the respective boxes, and were so different in 
size as to present no real similarity to the eye; that while the size of 
the cigars was practically the same, there were a million other 
makes of like size, and that the complainant’s cigar was branded 
“108” while the defendant’s was not. He summarizes his finding 
as follows: ‘From a comparison, therefore, of the cigars and boxes, 
including labels, general appearance and make-up, I find that there 
would be little or no possibility of a dealer thinking that they 
were the cigars manufactured and sold by the complainant.” 

As to the contention that the defendant, by manufacturing 
his cigars and selling them under the numerals “208,” put into the 
hands of retail dealers the means of deceiving the ultimate con- 
sumer by substituting cigars of his brand for those of the com- 
plainant’s brand, he ruled that “‘to warrant the issuing of an in- 
junction, either actual or probable deception and confusion must 
be shown, and that mere possibility of deception and confusion 
was not enough.” After setting forth and analyzing the evidence 
bearing on this question, and showing that the complainant’s and 
defendant’s cigars are of the same size, shape, and color and that 
there are numerous other cigars on the market of like size, shape 
and color, he finds that the parties sent by the complainant to 
purchase cigars from retail dealers, and who testified in the case, 
were not deceived, and that the boxes were so marked and the 
marks on the boxes containing defendant’s cigars were so open to 
observation that there was no likelihood of purchasers being de- 
ceived; that there is no uniform rule followed by retail dealers in 
the display of the boxes; but that generally their covers are torn 
off or bent back and put under the boxes so that only the boxes 
themselves are seen in the cigar case; that if an unscrupulous 
retail dealer, who did not have the “108” cigar, wished to palm 
off on the purchaser a different one, he could do this as well by 
substituting any other cigar of the same shape and size, of which 
there are many on the market, and that to take cigars from a box 
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marked “208” would assist kim very little in accomplishing his 
purpose. 

He then considers the evidence bearing upon the question of 
the purpose and intention of the defendant in adopting the uni- 
versal Londres shape and size of cigar for his cigar with the num- 
erals “‘208”’ upon the box, and concludes, inasmuch as the boxes 
were dissimilar and the size, shape, and color of the cigars were 
the same as many others on the market, that in the adoption of the 
numerals “208” the defendant did not intend to incroach upon the 
complainant’s trade by deceiving the public, and that the defend- 
ant had at one time handled the complainant’s cigar as a jobber, 
in practically the same territory in which he later sold the cigars 
marked “208.” 

The report having been filed, the complainant excepted to 
the following findings of fact and conclusions of law of the master: 

“First. That the master finds as a matter of law that the numerals ‘108’ 
as used by your petitioner are not the subject of a trade-mark. 

“Second. That the master finds that the petitioner is not entitled to an 
injunction on account of an infringement of the defendant on the alleged trade- 
mae Third. That the master finds that the petitioner has not established his 
case of unfair competition on the part of the defendant as will entitle him to an 
injunction as prayed for. 


“Fourth. That the master finds that the petitioner is not entitled to an 
accounting for damages.” 


There was a general exception to the report as against the 
law, the evidence and the weight of the evidence. 

In the District Court the findings and rulings of the master 
were sustained and a decree was entered affirming the same. From 
this decree an appeal was taken to this court, and the errors as- 
signed were that the District Court erred (1) “in finding that 
the name ‘208’ as used by the defendant in connection with the 
defendant’s sale of his cigars was not an infringement upon the 
complainant’s trade-mark rights to use the name ‘108’ as used by 
it”; and (2) “‘in finding that the use by the defendant of the name 
*208’ in connection with the sale of his cigars was not unfairly 
competing against the complainant in the complainant’s use of the 
name ‘108’ in connection with its sale of cigars.’ The third, 
fourth, fifth, sixth, and eighth assignments were mere subdivisions 
of assignments 1 and 2. The seventh was that the court erred 
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“in not finding from all the evidence that the conduct of the de- 
fendant in placing upon the market his ‘208’ cigars was for the 
fraudulent purpose of unfairly competing with the complainant.” 
The ninth, tenth, and eleventh assignments were general. 

The report of the master was filed Feb. 1, 1914, and the opin- 
ion of the District Court dismissing the bill was filed March 16, 
1914. On March 15, 1915, the depositions of certain witnesses, 
whose testimony purports to have been taken in the case, were 
filed in the District Court. The record contains no stipulation 
that these depositions embrace all the evidence presented before 
the master, and the order of the court sending the case to the mas- 
ter contained no direction to him to report the evidence. Under 
the circumstances the evidence contained in the depositions can- 
not properly be considered by us for the purpose of determining 
whether the findings of fact by the master are correct or otherwise. 
“The true rule upon this subject is that the Master’s finding of 
facts upon the evidence taken by him cannot be impeached in the 
absence from the record of the certificate, or other competent proof, 
either that the evidence presented is the entire evidence taken by 
him, or that it contains all the evidence which was before him 
relative to the specific finding or findings challenged.” While it 
would be presumed, in the absence of countervailing proof, in 
case the order to the master had contained a direction to report the 
evidence, and on filing his report he had accompanied it therewith, 
that he had faithfully discharged his duty and returned all the 
evidence, no such presumption can be indulged in this case, for 
the order to the master contained no such direction, and the 
record does not disclose that the evidence was returned by the 
master. (Guarantee Gold Bond Loan & Savings Co. v. Edwards 
et al., 164 Fed. Rep. 809, 811, and cases there cited.) 

The complainant has argued his case as though the finding 
and ruling of the master—that the numerals “108” as used by the 
complainant, was not a valid trade-mark—had been assigned by 
him as error. The record discloses that an exception of this kind 
was taken to the master’s report, but that it was not assigned 
as error on this appeal. The question, therefore, is not before us, 
and we are not required to pass upon it. Whether naked numerals 
may constitute a valid trade-mark has never been determined. 
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The cases, however, are not without expressions of opinion upon 
the subject, some viewing the matter from one standpoint and some 
from another, and text writers have entertained equally divergent 
views. 

But if we assume that the complainant has a valid trade-mark 
in the naked numerals “‘108” it does not follow that it is entitled 
to the relief asked, unless the finding that the defendant is not 
guilty of infringement cannot be sustained. Whether the com- 
plainant’s action proceeds upon the ground of infringement of a 
trade-mark or upon the ground of unfair competition, there is 
one element common to both rights which it is essential for it to 
establish and that is that the dress of the alleged infringing or 
competing article is so similar to the one competed with that it is 
probable the purchasing public, while in the exercise of reasonable 
care, will be deceived and led to purchase the competing article 
for that of the complainant with consequent injury to his trade. 
In the case of infringement of a technical trade-mark the inten- 
tion of the infringer is immaterial, as the essence of the wrong lies 
in the injury to a property right; while in the case of unfair compe- 
tition the intention is material to establish fraud on the part of 
the defendant in the use of the imitative device to beguile the 
public into buying his goods as those of his rival. In the former 
case fraud, if material, is presumed, while in the latter the complain- 
ant must prove a fraudulent intent, or show facts and circum- 
stances from which it may reasonably be inferred. In either case, 
however, it must be shown that the dress or device employed by 
the defendant is such that it has deceived, or is calculated to de- 
ceive, ordinary purchasers buying with usual care, and that they 
have purchased or will probably purchase the goods of the de- 
fendant under the mistaken belief that they are those of the plain- 
tiff, to the serious damage of the latter (McLean v. Fleming, 96 
U. S. 245; Regis v. Jaynes, 185 Mass. Rep. 458, 460; Paul on 
Trade Marks, Secs. 196, 280.). 

As heretofore pointed out, the master has found in favor of 
the defendant on the last proposition, and the court below has af- 
firmed the finding. Findings so made are not to be lightly dis- 
regarded, and this is especially true where, as here, it appears that 
the case was sent to the master under an agreement of the parties 
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that he should hear the evidence and report his findings of fact 
and conclusions of law thereon. In Kimberly v. Arms (129 U.S. 
512), the order sending the case to the master read as follows: “By 
consent and request of all the parties herein, it is ordered by the 
court that Hon. R. D. H. be and is hereby appointed a special 
master herein to hear the evidence and decide all the issues be- 
tween the parties and make his report to this court, separately 
stating his findings of law and fact, together with all the evidence 
introduced before him, which evidence shall thereby become part 
of the report, which report shall be subject to like exceptions as 
other reports of masters.” This order differed in no respect from 
the one under consideration, except that it directed the master 
to report the evidence introduced before him and make it a part 
of his report. In determining the effect to be given to findings of 
a master under such a reference, Mr. Justice Field said:— 

**A reference by consent of parties of an entire case for the determination of all 
its issues, though not strictly a submission of the controversy to arbitration—a 
proceeding which is governed by special rules—is a submission of the controversy 
to a tribunal of the parties’ own selection, to be governed in its conduct by the 
ordinary rules applicable to the administration of justice in tribunals established 
by law. Its findings, like those of an independent tribunal, are to be taken as 
presumptively correct, subject, indeed, to be reviewed under the reservation con- 
tained in the consent and order of the court, when there had been manifest error 
in the consideration given otherwise. * * * To disregard the findings and 
treat the report as a mere presentation of testimony is to defeat, as we conceive, 
the purpose of the reference and disregard the express stipulation of the parties. 
We are, therefore, constrained to hold that the learned court below failed to give 
to the findings of the master the weight to which they were entitled, and that they 


should have been treated as so far correct and binding as not to be disturbed unless 
clearly in conflict with the weight of the evidence upon which they were made.” 


In Davis v. Schwartz (155 U. S. 631), the order of reference 
to the master, as in Kimberly v. Arms, was by consent of the par- 
ties to hear the case and report his findings and conclusions of law, 
but it did not contain a reservation of the right to review his find- 
ings, and it was there held that under such an order, the findings of 
fact by the master were conclusive, if there was any evidence 
upon which they could be made. In the opinion of Mr. Justice 
Brown, it was said: 


“As the case was referred by the court to a master to report, not the evidence 
merely, but the facts of the case, and his conclusions of law thereon, we think that 
his finding by a referee, the special verdict of a jury, the findings of a Circuit 
Court in a case tried by the court under Rev. Stat., 649, or in an admiralty cause 
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appealed to this court. In neither of these cases is the finding absolutely conclu- 
sive, as if there be no testimony tending to support it; but so far as it depends upon 
conflicting testimony, or upon the credibility of witnesses, or so far as there is any 
testimony consistent with the finding, it must be treated as unassailable.” 


And again he says: 


‘As there is nothing to show that the findings of fact were unsupported by 
the evidence, we think they must be treated as conclusive.” 


The views of the Supreme Court, as expressed in the above 
cases, have been recognized and followed in the various circuits. 
(See Connor v. U.S. 214 Fed. Rep. 522; Hattiesburg Lumber Co. v. 
Herrick, 212 Fed. Rep. 834, 842, 843; Guarantee Gold Bond Loan & 
Savings Co. v. Edwards, 164 Fed. Rep. 809, 811.) 

We have carefully examined the report of the master with refer- 
ence to his finding of fact upon the question material to both 
grounds of complaint and the exhibits particularly relating there- 
to, and are of the opinion that the proofs show that the master 
was right rather than that he was clearly wrong. 

The decree of the District Court is affirmed, with costs to the 
appellee. 


W. A. Garnes & Co. v. Rock Sprines Distiturne Co. 
(226 Fed. Rep., 531.) 


United States Circuit Court of Appeals 


Sith Circuit, July 20, 1915. On Petition for Rehearing, 
November 2, 1915 


1. TrapE-Marks—TEn YEAR CLAUSE. 
Rights in a trade-mark which by reason of the character of the mark may 
have been imperfect when use was begun, are perfected by a valid registration 
under the ten year clause of the trade-mark act of 1905. 
2. TrapE-Marxs—VALipity. 

The name of a man employed at a distillery, applied to the whiskey made 
by him from his formula, was not a valid trade-mark during his lifetime, 
being descriptive of the origin of the goods. Continuous use after his death 
may, however, gradually change the significance of such a name until it becomes 
a mere symbol of origin and, therefore, a valid trade-mark, entitled to pro- 
tection as such. 

8. TrapE-Marks—Goops oF THE SAME DeEscrIPTIVE PROPERTIES. 

Under the common law rule that a trade-mark for one article extends to 

another article of the same descriptive properties, and under the statute for 
registration of trade-marks and the decided cases, straight and blended 
whiskies are goods of the same descriptive properties. 
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. Trape-Marks—AcqQurEscENCE IN USE By ANOTHER. 


Where the later appropriator of a mark used it for many years without 
challenge from the original appropriator, it may well be that, even if the original 
appropriator did not know of this use, nevertheless, it is legally chargeable with 
such knowledge and acquiescence for many years, and that the use by the 
later appropriator may mature into a possession, of which a court of equity 
will not deprive him by injunction. 


. TrapE-MarkKS—REGISTRATION—DEFENSIVE RIGHT IN ANOTHER. 


A defensive right in a trade-mark, sufficient to protect the user against 
injunctive relief by another, does not prevent the registration of the mark by 
the latter party. 


. REeGISTRATION—EFFrect—ActT or 1905. 


There is nothing in the act of 1905 which purports to cut off or impair 
any substantive defense which would have been open to the later user of a 
mark, if there had been no registration, except in so far as it may perhaps 
affect the character of the registrant’s title to a descriptive word of secondary 
meaning. 


. TRADE-MARKS—FRAUDULENT REGISTRATION—AcT oF 1905. 


The registration of a trade-mark under the act of 1905 is not fraudulent 
because of claims that the trade-mark was in use for a certain period of time, 
although during a part of such time the use was descriptive rather than a 
strictly trade-mark use. 


. TrRaApDE-MarKS—FRAUDULENT REGISTRATION—ACT oF 1905. 


The registration of a trade-mark under the act of 1905 is not fraudulent 
because the registrant claims that no other person has the right to use the 
trade-mark as applied to the goods covered by the application, even though 
some other person has a defensive right to use the mark on goods of the same 
descriptive properties, not specifically claimed in the registration. 


. TRADE-MAarKS—FRAUDULENT REGISTRATION—ACT oF 1905. 


Where the plaintiff registered its mark for straight whiskey and failed to 
notify the defendant, who has a defensive right to use the mark on blended 
whiskey, the limited effect of the registration does not conflict with the rights 
of the defendant and the registration is not fraudulent. 
TraDE-MArKS—INFRINGEMENT—ReEs ADJUD:CATA. 

At the termination of a lease, the lessee contracted with the owner of a 
distillery for the further manufacture of whiskey and the bottling in bond of 
some old stock under the lessee’s trade-mark. In a suit against the owner 
of the distillery for infringement upon the plaintiff's mark by reason of such 
use of the lessee’s mark, held that a decree in favor of the lessee in an earlier 
suit by the same plaintiff was res adjudicata in favor of the present defendant. 
TRADE-MarKS—INFRINGEMENT—EVIDENCE. 

Testimony consisting almost wholly of unaided recollections of dates forty 
years old cannot be accepted. 


Appeal from the District Court of the United States for the 


Western District of Kentucky. On appeal from a decree of dis- 
missal. Reversed and remanded. 


For the decision of the lower court from which this appeal is 


taken, see 3 Trade Mark Reporter, 157. 


Appellant, Gaines & Co., is a Kentucky corporation. Appellee Rock Spring 


Distilling Company is also a Kentucky corporation, and appellee Rosenfield is 
the licensee and operator of its distillery, and is a citizen of Kentucky. The appel- 


lant will be referred to as plaintiff; the appellees as defendants. 


The litigation 
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involves a controversy over the words “Crow” or “Old Crow” as a trade-mark 
for whiskey. Plaintiff filed its bill in the court below, alleging its trade-mark right 
in these words, and claiming that defendants were infringing. The answer denied 
the existence of the right claimed, and set up as a bar a decree rendered against 
plaintiff in the United States District Court at St. Louis, under mandate of the 
Circuit Court of Appeals for the Eighth Circuit. The answer claimed privity 
between the Hellmans—the defendants in that case—and these defendants. A 
plea of former adjudication was held good. ([C. C.] 179 Fed. Rep. 544.) After 
replication filed, proofs were taken, including, by stipulation, all proofs in the 
Hellman Case; and, on final hearing, the bill was dismissed. (202 Fed. Rep. 989 
[3 Trade-Mark Reporter, 157].) From the pleadings and proofs, these facts appear, 
either without dispute or beyond fair question. 

Woodford County, Ky., is not far from Bourbon county, and is in the heart 
of the limestone formation, “‘blue grass” country. This general region hes always 
been and is the center of the distilling business for the best known Kentucky 
whiskies. The water from the limestone springs—whether or not it is really better 
than other waters for making whisky—in the early days was thought to be of 
unique purity and essential to the highest grade of the distilled product. Three 
brands, among those most advertised and so most widely known now for a gener- 
ation, are made within a few miles of each other, in Woodford county, along Glenn’s 
creek—“ Taylor,” “Pepper,” and “Crow.” For a long period before 1855, James 
Crow was a practical distiller in the Glenn’s Creek neighborhood. He did not have 
a distillery of his own, but was employed by various distillers—for some years 
before Crow’s death, in 1855, by Oscar Pepper (except for the last year or two, 
and even then Crow retained. some supervision for Pepper). He was reputed to 
be the first man in Kentucky to make a sour mash whisky, and he had a high repu- 
tation as a skillful distiller. During his years at the Pepper distillery, he made 
a large quantity of whisky. This whisky came to be called by his name as “Crow,” 
or, as it aged, ““Old Crow,” whisky, and it acquired, by that designation, a reputa- 
tion for good quality. At his death a considerable quantity was in existence, 
both where it had been scattered upon the market and where it was aging in the 
distiller’s possession. During the succeeding years, it continued to have a market 
reputation and represent a high standard, under one or the other of these names. 
After Crow’s death, Oscar Pepper, at the same distillery and with the same formula, 
continued to make a whisky which some witnesses say he continued to call “Crow.” 
He died about 1865. In 1866 or 1867, the Pepper distillery was bought by Gaines, 
Berry & Co. They employed, as distiller, a man who had been a foreman for Crow, 
and who knew his formula and methods, and their product was called “‘Crow,” or “Old 
Crow.” They were succeeded in the business by W. A. Gaines & Co., first a part- 
nership, and then the plaintiff corporation. Since such adoption by Gaines, 
Berry & Co., these words have been continually used by plaintiff and its prede- 
cessors as a trade-mark, vast sums of money have been expended on advertising 
the brand and the trade-mark, and the brand, under that name, has for many 
years been one of the best known in the country. All the other distilleries where 
Crow worked, and which so might have had special rights in the name, have now, 
for 60 years or more, not questioned the exclusive rights of the Pepper distillery 
and its successor; and while, doubtless in the ’70’s, and perhaps in the ’80’s, there 
were some instances of trespassing which were not attacked, plaintiff’s right was 
even then generally observed, and now, for 25 or 30 years, has not been seri- 
ously challenged—save for the Hellman use. 

The witness Mida, who conducts the Bureau of Registration for brands and 
trade-marks regarded as authoritative by all the liquor trade, and who has pub- 
lished, since 1878, ‘‘Mida’s Criterion,” the recognized price list of “all brands and 
all ages” of liquor, testifies that “Old Crow” has always and everywhere been 
considered the Gaines brand, and is universally understood to refer to whisky 
made at the Gaines Old Crow distillery. This testimony is undisputed—excepting 
the Hellman use, if that is an exception. It further appears that Gaines & Co., 
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in 1882, registered, as a trade-mark, “Old Crow,” alleging its use as a trade-mark 
“since 1870.” Again, in 1904, plaintiff duly registered as a trade-mark the words 
“Old Crow,” alleging its continuous use, by plaintiff and its predecessors, since 
1835. Again, in 1909, and under the act of 1905, plaintiff duly registered the same 
trade-mark, alleging that it had been used since 1835, that the class of merchandise 
to which it was appropriated was “distilled alcoholic liquors,” and that the par- 
ticular description of goods comprised in the class upon which the trade-mark was 
used is “Straight Bourbon and Rye Whisky.” This last registration is the only 
one alleged in the bill in this cause, and upon it jurisdiction depends, since there is 
no diverse citizenship. 

Since it is admitted that defendants are using the name “Celebrated Old 
Crow” upon whisky not made by plaintiff, the right to an injunction would be clear, 
except for the defense and counterclaims made in the Hellman Case, taking effect 
here either by virtue of the inherent force of the facts there and here appearing, 
or through the operation of the rule of adjudication. In that case the defendants 
Hellman filed a cross-bill, alleging their own prior and superior right to the trade- 
mark “Old Crow,” and asking for appropriate relief. By the proofs it appeared that 
prior to 1867, and perhaps as early as 1863, the Hellmans had made some shipments of 
whisky which they invoiced under the name of “‘Crow,”’ and which were contained 
in barrels stamped with the picture of a crow, and with the words “P. Crow” or 
“J. W. Crow”; that they had distributed to their customers signs advertising 
“Celebrated Old Crow Bourbon”’; that they were not distillers, but were whole- 
salers or jobbers; and that the whisky which they sold under that name had no 
connection with the Kentucky “Old Crow,” but was a “blend,” and made by them 
on their own premises, while the plaintifi’s product was a straight whisky, and its 
trade-mark was never applied, with its approval, to anything else than its product. 
Upon this general situation, the District Court, at St. Louis, found the facts and 
the law in plaintiff's favor, awarded to it the usual injunctional relief, and dis- 
missed the cross-bill of defendants Hellman. (Gaines v. Kahn [C. C.] 155 Fed. Rep. 
639.) Both parties appealed; but the Hellmans dropped their appeal from the 
dismissal of their cross-bill, whereby whatever adjudication was carried by such 
dismissal became final. The opinion of the Court of Appeals is reported in Kahn 
v. Gaines (161 Fed. Rep. 495, 88 C. C. A. 437). Its precise effect, we must hereafter 


consider. It directed that the decree be reversed, and that plaintiff’s bill be dis- 
missed; and this was done. 


E. F. Trabue, of Louisville, Ky., and J. LZ. Hopkins, of St. 
Louis, Mo., for appellant. 


L. E. Smith, of St. Louis, Mo., for appellees. 
Before WARRINGTON, KNAPPEN, and Denison, Circuit Judges. 


Denison, Circuit Judge (after stating the facts as above): 
1. The first objection which plaintiff’s alleged trade-mark rights 
must meet is that the words are descriptive, and so incapable of 
becoming a true trade-mark. If nothing were involved except the 
effect of the 1909 registration, this objection might be passed with- 
out decision, since the application for registration indicates use 
for more than 10 years before 1905, thus perfecting rights which 
might have been imperfect when the use began, and would have 
so continued except for the statute (Davids Co. v. Davids, 233 
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U.S. 461, 34 Sup. Ct. 648, 58 L. Ed. 1046 [4 Trade Mark Reporter 
175]; Nashville Co. v. Coca Cola Co., 215 Fed. Rep. 527, 529, 132 C. 
C. A. 39 [4 Trade Mark Reporter, 323]); but it is impossible wholly 
to separate the force of this registration from the underlying 
broader question, because rights prior to this registration are in- 
directly involved. 

During the lifetime of the distiller Crow, it seems clear 
enough that to call his product by his name could not amount to 
the adoption of a valid trade-mark; the use of the name was de- 
scriptive, rather than arbitrary, and a manufacturer cannot thus 
exclude all others. Such use might give rise to quasi exclusive 
rights on the secondary meaning theory; but this theory is not 
alleged. The same situation, apparently, must continue after 
Crow’s death, and in reference to whisky which had been manu- 
factured by him during his life. The necessary meaning of the 
words, as merely describing the article or stating the name of the 
maker, would seem to merge and destroy any otherwise possible ; 
implication that they were an arbitrary symbol of origin. As 
the making of whisky after Crow’s death, but by the same formula 
and methods, was continued by Pepper or by Gaines, and as it 
continued to be called “Old Crow,” this appellation would grad- 
ually change its character. It at once ceased truly to personify 
the maker; it did not immediately become merely arbitrary. As 
the trade lost the sense of Crow’s personality, as he became less 
real and more traditional, as no one else of the same name chal- 
lenged the growing right, and as with Crow’s personality fading 
there must also fade the vague descriptive effect of using his for- 
mula, the words “‘Old Crow”’ would become less descriptive and 
more arbitrary, and after a period of such unchallenged use they 
would become dominantly and substantially a mere symbol of 
origin. Whether this right of exclusive appropriation as a trade- 
mark had matured in 1866 or 1867, when Gaines, Berry & Co. 
began the use, or matured in 1870, the date named in their first 
trade-mark registration, or matured at some other date, is not 
now material. The facts seem to show an unbroken development 
of the type which the courts had recognized, but which had not 
been effectuated by statute until the law of 1905. Words which 
were at first essentially incapable of exclusive appropriation were 
continually used as descriptive by the only one who could truth- 
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fully make such use, until, by change of circumstances and by 
long acquiescence, they had come to indicate, and indicate only, a 
particular product of a particular manufacturer. It might be 
otherwise, if the words had originally been more purely descriptive 
of quality or method; and it may be that some person named Crow 
would even yet have a measure of right to call his product “Crow.” 
We do not meet either of these questions; and, in what has been 
said regarding the capability of the name for exclusive appro- 
priation, we have, for the time being, disregarded whatever force 
the St. Louis use by Hellman may have. 

2. When we consider the claim that the Hellman decree is a 
bar to any relief in this suit, we first meet the objection that there 
is no privity of parties. We must think that privity sufficiently 
appears. The parties defendant in that case, at the time of its 
commencement, had been the two Hellmans, who were partners. 
Pending the suit, one partner died, and his administrator, Kahn, 
was substituted. Later, but still pending the suit, the entire 
business of the Hellman Bros. was transferred to the just organized 
corporation, the Hellman Distilling Company, and by supple- 
mental bill this corporation was made defendant. The corpora- 
tion was therefore a party to the suit at the time of the final decree. 
During the existence of the partnership of Hellman Bros., it had 
leased the distillery of the Rock Spring Distilling Company, near 
Owensboro, Ky., and as lessee it had manufactured whisky there 
in 1904. The Hellman Distilling Company, as such lessee, con- 
tinued such manufacturing in 1905, 1906, and 1907. In 1909 all 
this remained in bond in the distillery warehouse. In 1909, and 
after the final decree in the Missouri case, the Hellman Distilling 
Company contracted with the Rock Spring Company, and with 
Rosenfield, as its lessee, for the further manufacture of whisky, 
and for the bottling in bond of the 1904 stock, and for the use upon 
such bottles of the brand or label “Hellman’s Celebrated Old 
Crow.” The Hellman Company gave to defendants a bond of 
indemnity to protect them against plaintiff’s claims; in using this 
brand or label, defendants are acting for and in behalf of the 
Hellman Distilling Company; and the right of that company to 
use this brand on this article is the very thing in controversy. 
The former decree must be given the same force and effect as if 
the Hellman Distilling Company were the nominal, as it is the real, 
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defendant here. (Kessler v. Eldred, 206 U. S. 285, 27 Sup. Ct. 
611, 51 L.Ed. 1065.) 

3. Plaintiff next urges, by way of escape from the claimed force 
of the Hellman decree, and even if that decree is to be considered 
as an adjudication that the plaintiff had no lawful title to the 
trade- mark, yet that, since the only use there involved was upon a 
blended whisky, while the use here involved is upon a straight 
whisky, a judgment that plaintiff had no trade-mark valid against 
a blended whisky would not be a judgment that plaintiff had no 
trade-mark valid for straight whisky. Disregarding, for the pres- 
ent, such limitations as for the purposes of this suit must be thought 
to have been imposed on plaintiff’s rights by the peculiar form of 
the 1909 registration, and with reference only to the general ques- 
tion and the general rule, we cannot be satisfied with the theory 
which would thus interpret and then limit the effect of the Hell- 
man decree. The general rule is clear that a common-law trade- 
mark for one article extends to another article of the same descrip- 
tive properties; the difficulties come in applying this limitation, 
“‘of the same descriptive properties.” The distinctions between 
a straight whisky and a blended whisky have given rise to much 
controversy in other legal fields; but it seems to us clear that, 
whatever the extended classifications and subclassifications of the 
Patent Office practice may contemplate, neither the common law 
nor the registration statute can intend such confusion as must 
result from recognizing the same trade-mark as belonging to differ- 
ent people for different kinds of the same article. Established 
trade-marks directly indicate origin; but, if they have any value, 
it is because they indirectly indicate kind and quality, and to say 
that the seller of a blended whisky might properly put upon it a 
mark which was known to stand for a straight whisky, or vice versa, 
would be to say that he might deceive the public, not only as to 
the origin, but also as to the nature and quality, of the article. 
The decided cases do not permit a trade-mark like this to be thus 
divided as to its subject-matter;! and we must think that whatever 


1 Coffee and cocoa, Baker v. Harrison ({Ct. App. D. C.] 188 Off. Gaz. 770); 
toilet brushes and tooth brushes, Florence Co. v. Dowd ((C. C. A. 2] 178 Fed. Rep. 
73, 101 C. C. A. 565); soda and baking powder, Layton Co. v. Church ([C. C. A. 8] 
182 Fed. Rep. 35, 104 C. C. A. 475, 32 L. R. A. [N. S.] 274); axes and shovels, 
Collins v. Ames Co. ({C. C.] 18 Fed. Rep. 561 [Mr. Justice Blatchford]); tobacco and 
cigarettes, American Co. v. Polacsek ({(C. C.] 170 Fed. Rep. 117 [Coxe, Circuit Judge]. 
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was adjudicated regarding plaintiff’s title to its trade-mark ap- 
plies to its use on both kinds of whisky. 

4. It is next urged that the Eighth Circuit decree may be rec- 
onciled with granting the relief now sought, and upon the theory 
that trade-mark rights may be limited in territory, and that 
plaintiff might have the right to this trade-mark for whiskies 
throughout the country generally, while the Hellmans might have 
an exclusive right to the same words as a trade-mark for the same 
article in St. Louis and the Southwest, thus being given the field 
which they claimed they had first exploited and reduced to pos- 
session. This suggestion presents two conflicting theories of 
trade-mark origin and right,—and we speak now only of marks 
which are so-called “technical” trade-marks. One theory is that 
the right arises from adoption,—from a kind of creation or discov- 
ery followed by appropriation. Whether the right is perfect at 
the instant of adoption, or whether there first must be sufficient 
use upon the goods to create for the mark a meaning among that 
part of the public which begins to purchase, is a detail which would 
not usually be important. According to this theory, if the right 
is once acquired by prior adoption, it is by its very nature exclusive 
of all later similar rights which might otherwise be acquired by 
similar adoption; and from that theory it would seem to follow that 
one who first adopts the mark and applies it to his goods in inter- 
state commerce, and who extends his business into new localities, 
until, in regular course, his business may cover the country, may 
prevent the use of the mark by another later user, even though 
that other has adopted the mark in good faith, and in his particular 
field has given it identity with his goods. How much diligence on 
this theory the first user must employ in extending his business to 
get the full benefit of his initial right need not now be considered. 
The other theory is that no right is perfected until the mark has 
been used to such an extent that it has come to have a meaning 
to the particular purchasing public as to which a controversy 
arises, and that the duty of courts of equity to enforce such rights 
depends essentially upon the duty of protecting this public against 
being misled. From this theory it will follow, or it may follow, 
that the later adopter, who has brought it about in a given locality 
that the mark indicates to the public that the goods are of his man- 
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ufacture, may thereby himself acquire a trade-mark right or its 
equivalent, affirmatively enforceable in that locality and among 
that public, even against the first proprietor. 

We do not find it necessary to consider or to attempt to de- 
cide the question so presented. For the purposes of this case, 
and without intimating any opinion, we give the first appropriator 
the benefit of the doubt and assume that his title is prima facie 
country-wide and exclusive against all others, and that as against 
all who have no special and superior equity he is entitled to carry 
his trade into the new territory and there to enforce his exclusive 
right. However, the existence of this general or prima facie ex- 
clusive right is not inconsistent with an inability to enforce it 
against some persons and under some circumstances. Instances 
may arise where the affirmative conduct or the laches of the first 
appropriator, and with reference to what he was at first entitled 
to call an infringement, has been such that on the principles of 
estoppel a court of equity cannot tolerate that he should enforce 
against the later user the right which might have been originally 
perfect. This subject is more fully discussed and the reasons which 
lead us to this conclusion pointed out, with some reference to the 
decided cases, in our opinion in the Rectanus Case (226 Fed. Rep. 
545 [6 Trade Mark Reporter, 28]), this day decided. Under these 
considerations, and upon reference to the pleadings and the proofs 
in the Hellman Case, we conclude that the latter case is of the class 
where the refusal to give an injunction to the first appropriator of 
the mark may be justified upon the ground of his estoppel; and so 
this ground of support must be considered in determining what is 
the true basis of that decree. 

5. Is the Eighth Circuit decree a judgment that the trade- 
mark, in its general, prima facie, affirmative aspect, belonged to 
the Hellmans by prior appropriation? This is the interpretation 
claimed by defendants. The language in the body of the Circuit 
Court of Appeals opinion is consistent with that interpretation, 
but the last paragraph indicates that the two- judges (only two 
sitting) did not unite in putting the decision on this ground. 
When we turn to the record for further light, we find, first, that 
the defendants’ cross-bill claiming the trade-mark ownership was 
dismissed, and that the dismissal became final. If it had been 
even seriously contended by defendants that their early use of 
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the words was effective to vest a trade-mark right therein, surely 
there would not have been acquiescence in the dismissal of the cross- 
bill. It was apparent then, as now, that affirmative title to the 
trade-mark would have been of great value to defendants, if they 
could maintain that position. We find, second, that there was in 
the record practically nothing indicating that the Hellmans ever 
pretended to adopt or claim these words as their trade-mark. 
They stamped some barrels with the words ““P. Crow” or “J. W. 
Crow”; but no person of this surname had ever been connected 
with the Hellmans. The Crow, or Old Crow, which, in 1863, had 
been manufactured in Kentucky for twenty years or more, was at 
least considerably known on the market. No reason has ever been 
suggested in this litigation, and we can think of none, why they 
should put this name on their barrels, unless they intended to 
indicate that the whisky was that made by Crow of Kentucky. 
Unless the selection of this name meant that it meant nothing. 
Witnesses for the defense frankly stated that in those years it was 
nothing unusual for jobbers or blenders of whisky to use well- 
known brands belonging to others, and that, if the initial of a 
proper name was changed, this was thought sufficient in morals to 
remove any objection to the appropriation. This may be the 
genesis of the otherwise unexplained use of ““P.” and “J. W.””! 
The Hellmans also used advertising signs “‘Celebrated Old Crow 
Bourbon.” From the record, we must doubt whether these signs 
antedated 1870. But if they did reach back to 1863, and if they 
referred to the blend or mixture which the Hellmans produced, it 
was neither “‘Celebrated,” nor “Old,” nor “Crow,” nor, unless by 
chance, ‘Bourbon.’ It was made by mixing colors and flavors 
with neutral spirits or high wines, or, sometimes, straight whisky; 
but, if the latter, it was whatever they happened to have on hand. 
Defendants’ witness says, *‘ Any brand would do.” Records which 
seem to be complete show that during the seven years from 1863 
to 1870 the Hellmans sold, of this “Crow” whiskey, an average of 
less than eight barrels per year. 


1 One of the stencils was “J. Crow-Bourbon-Paris, Ky.’”—a plain declaration 
that “Crow” was a maker’s name, and not a Hellman trade-mark; and as there 
never was any “Crow” in “Paris, Ky.,”’ the intent seems clear enough. 

* Assuming that, at that date, “Bourbon” fairly meant a corn whisky from 
somewhere in Kentucky, even if not from Bourbon county. 
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In considering whether their use was of a trade-mark character, 
the peculiar nature of their business and their markings must not 
be overlooked. The brands or marks on whisky are usually those 
of the original manufacturer. The dealer or jobber may handle 
many well-known brands, and may mark his own name upon the 
packages or upon the advertisements; but this does not indicate 
that he claims the brands as his, or that he is acquiring a trade- 
mark right therein. While the stencils on the barrel and the glass 
signs carried the name “‘ Hellman & Co.,”’ they did not say “‘ manu- 
factured by,” or that Hellman & Co. were manufacturers or dis- 
tillers, nor were they in any way inconsistent with mere sale by 
Hellman as jobber of a well-known brand made by some one else. 
The thus described nature and character of the Hellman early 
use might not always be thought sufficient to initiate and support 
even a defensive right; but they were so regarded in the former 
decree, and it is immaterial whether we would independently 
reach that conclusion. It did there appear that the Hellman use 
thus began and continued for seven years before 1870, or four 
years before 1867, the earliest date to which, under the pleadings, 
plaintiff could then resort, and that after 1870 it continued, in- 
creasing somewhat, although remaining comparatively small, 
and continuing without challenge from plaintiff until 1904. It 
may well be that, even if plaintiff did not know of this use and 
acquiesce, it was legally chargeable with such knowledge and 
acquiescence for many years, and that in 1904 the use would have 
matured into a possession of which a court of equity would not 
deprive defendant. At any rate, we think that is the theory upon 
which the former decree should be considered to stand; and, accord- 
ingly, it adjudicates such defensive right and nothing more. As 
interpreted by Judge Lacombe in the Baltimore Club Case (Carroll v. 
Mellvaine |C. C. A. 2] 183 Fed. Rep. 22, at page 28, 105 C. C. A. 314), 
this right does not go beyond what has actually been “‘ reduced to 
possession”’ by defendant, and does not extend to any whisky not 
mixed or blended, so as to be of the same general type as that which 
defendants had been making, or to trade or territory which they 
were not selling when that bill was filed. Such difficulties as there 
may be in drawing the exact line of its effect are not here involved, 
because the infringement here sought to be enjoined is in another 
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locality and of another character. This limitation—to blended 
whisky as distinguished from straight—thus imposed on defend- 
ants, is not inconsistent with our earlier holding that a trade- 
mark cannot be so divided. This limitation is not of the trade- 
mark right itself, but of the fraction thereof which has been lost. 

6. The validity of plaintiff's registration under the act of 
1905 is attacked upon two grounds: First, that the registration was 
forbidden by section 5, because the mark was identical with a 
‘known trade-mark owned and in use by another and appropriated 
to merchandise of the same descriptive properties,” viz., the Hell- 
man trade-mark; and, second, that it would be invalid under that 
provision of section 21 which relates to certificates of registration 
fraudulently obtained. 

We pass by the plaintiff’s contention that the validity of regis- 
tration cannot be collaterally attacked, but must be directly 
reached under the provisions of section 13, which provides for 
the cancellation of the certificate if it is made to appear that the 
registration was unlawful; and we do so because we conclude that 
the registration of a word capable of exclusive appropriation has 
no effect upon the substantive rights of the parties, excepting its 
evidential force to make a prima facie case of title. We find 
nothing in the act purporting to cut off or impair any substantive 
defense which would have been open to the defendant if there 
had been no registration, except in so far as it perhaps may affect 
the character of registrant’s title to a descriptive word of a second- 
ary meaning (Nashville Co. v. Coca Cola Co., 215 Fed. Rep. 527, 529, 
132 C. C. A. 39 [4 Trade Mark Reporter, 323]), and this effect is 
not now involved. If, then, the law does not otherwise indicate 
the intention to cut off or embarrass ordinary defenses by one 
who has not been heard in the registration proceedings, that 
intention cannot be inferred merely from the insertion of a provi- 
sion by which a hostile party can secure the cancellation of a cer- 
tificate and so destroy even its evidential force and its effect upon 
qvestions of jurisdiction as between different courts. 

The first objection is that because the trade-mark “Old Crow” 
belonged to the Hellmans for use upon blended whisky, and because 
this is an article of the same descriptive qualities as plaintiff’s 
straight whisky, the registration was forbidden. This objection 
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must fall, when it is found, as we have held, that upon the basis of 
the former decree the adjudication does not establish the owner- 
ship of the trade-mark by the Hellmans, but only a defensive 
right sufficient to protect them against the remedy then sought, 
and that, if we go behind the adjudication and into the facts, the 
Hellman right is not enlarged. 

It is next said that the registration was “fraudulently ob- 
tained” because, before the application was made, the Eighth 
Circuit litigation had been finished, and yet the application falsely 
stated two things, the untruth of which had then been judicially 
established: (1) That the trade-mark had been continuously in 
use by registrant and its predecessors since 1835; (2) that no other 
person had the right to use the mark. The statement that the 
trade-mark had been in use since 1835 is not shown to be untrue 
to such extent and with such certainty as would be necessary to 
fix a fraudulent character on the application, within the meaning of 
“*fraudulent”’ as used in this connection. The proof does not carry 
the use of the word back to a definite beginning. At Crow’s 
death, in 1855, the name had been long used. No one under- 
takes to say how long. It was not important for plaintiff to prove 
that the use did extend back of say 1850, and defendant did not 
undertake to prove that the use did not go as far as 1835. The 
period between 1835 and 1850 was not important, either for the 
purpose of registration or for the purpose of this suit. It is true 
that the use was of a character analogous to a descriptive use, 
rather than a strictly trade-mark use, for a period which did not 
expire until an indefinite date, perhaps 1870, perhaps earlier; but 
this fact, with these surroundings, is plainly insufficient to make 
“fraudulent” the statement that the tradesmark had been con- 
tinuously used since an earlier period. 

The application says “that no other person * * * has 
the right to use the trade-mark.” It had then been decided that, 
as against plaintiff’s claimed exclusive right, the Hellmans could 
continue to use the words as they had been doing, viz., in their 
trade and territory and upon their blended product. The regis- 
trant thought to avoid this apparent conflict by limiting the regis- 
tration to straight whisky only, and undoubtedly the application, 
when read together, is only a statement that no one else has the 
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right to use the words upon straight whisky. We have expressed 
our opinion that a trade-mark cannot be so limited; but we see no 
reason why an applicant may not, if he wishes, confine his regis- 
tration and its effect to such classes or subclasses, of the article 
“of the same descriptive properties” as he may select,' or why 
he thereby necessarily abandons such rights as he may have to 
the use of the mark upon other subclasses of the same article. It 
is true that the jurisdiction in this case depends upon this registra- 
tion; but the decree sought is confined strictly within the limitations 
of the registration, viz., it affects straight whisky only, and it is no 
concern of defendants if the registration might have been broader. 
The application, obviously, did not state the whole truth regarding 
the mark; but, as far as it stated anything in this respect, it was 
carefully accurate. It claimed only that exclusive right of use 
which remained unimpaired by the Hellman decree. 

It is also said that the registration was fraudulent because 
the Hellmans’ well-known interests were, by silence, concealed, 
whereby they were not summoned as adverse claimants, and lost 
their chance to be heard. The registration statute contemplates 
that adverse claimants, when known, shall have notice and an 
opportunity to oppose. There is little reason to doubt that this 
application was carefully so shaped as to avoid any necessity for 
such specific notice, and if the effect of the registration was to 
take away any right of use which the Hellmans actually owned, 
it might well be that any intentional failure to disclose facts which 
might give another the right to be heard, would be fatal to the pro- 
ceeding; but, with due regard for the limited effect of the registra- 
tion, there is no occasion for so strict a rule in determining “when 
the certificate is fraudulently obtained.”” Whatever new rights, 
of evidence or of forum, plaintiff was getting, were confined to its 
trade-mark used upon straight whisky; in that use, the Hellmans 
had no concern. Their failure to receive notice impaired no right 
of theirs; and it follows that the deliberate limitation and shaping 
of the registration so as to avoid conflict with their claims was not 
fraudulent, as against them or as against the public. 

! Kohler v. Beeshore, 59 Fed. Rep. 572, 8 C. C. A. 215, Richter v. Reynolds, 59 


Fed. Rep. 577, 8 C. C. A. 220, and Pittsburgh Co. v. Diamond Co. (C. C.) 85 Fed. 
Rep. 637, pertain to the word itself, not to its use. 
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We think the plaintiff was entitled to an injunction against 
the continuance of what defendants were doing, viz., using the 
names “Crow” or “Old Crow” in connection with straight whisky 
not made by plaintiff. Extending the injunction in the broad 
terms of the prayer of the bill might not only cause confusion with 
rights secured by the Eighth Circuit decree, but might go beyond 
our jurisdiction in this case. That jurisdiction is confined to pro- 
tecting the class of merchandise specified in the certificate of 
registration, “straight Bourbon or rye whisky”; and if, upon the 
principles herein declared, plaintiff would be entitled to any broader 
measure of relief, this limitation of the injunction will not prejudice 
proceedings therefor in a court whose jurisdiction does not depend 
solely upon the registration. The difficulty of distinguishing be- 
tween the results of defendants’ wrongful use of these names as 
compared with the results of a rightful use make the case inappro- 
priate for an accounting (Ludington Co. v. Leonard [C. C. A. 2] 
127 Fed. Rep. 155, 157, 62 C. C. A. 269). 

The decree below is reversed, with costs, and the case is re- 
manded for the entry of a new decree consistent with this opinion. 


On Petition for Rehearing 


Per Curtam. An application for rehearing points out cer- 
tain supposed errors in the opinion, and their existence and effect 
should be considered: 

(a) We assumed that the distinctions between straight whisky 
and blended whisky and their attendant market conditions had 
existed, substantially as at present, from the commencement of 
the period under consideration. | Undoubtedly, this assumption 
somewhat colors the discussion in the opinion. This assumption 
is now said to be wrong, and our attention is directed to the de- 
cision of President Taft in the controversy arising under the Pure 
Food Law, and to its recital of facts in the trade history. This 
recital shows that prior to the Civil War, the greater part of all 
whisky sold in the usual retail methods had been, in different ways, 
purified and refined after leaving the original distiller, and had 
also been artificially colored and flavored—all by the methods 
then or later known as rectifying and blending. Only at about 
the time of the Civil War was it discovered that whisky, by aging 
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in charred barrels, could be satisfactorily refined and colored, and, 
in a sense, flavored, without any secondary treatment. Thus and 
then what is now called “‘straight’’ whisky first came into existence. 

Upon a review of the opinion, we cannot see that its conclu- 
sions are seriously affected by this correction of our misapprehen- 
sion. The sales of “Old Crow” whisky made before 1865 by the 
predecessors of Gaines & Co. would have been more largely to 
rectifiers and less to the consumer than we had assumed would be 
natural, and so much reputation as the name had would be more 
among rectifiers and less among the users; but this is only a matter 
of degree. It comes to saying that the standing and reputation 
which grew up with the name were more local and less widespread 
than would have resulted under present day conditions; and cor- 
recting this matter of degree according to the fact will bring no 
different result. Even if up to a given date, say 1867, rectifiers 
had been the sole purchasers of the distillery product, and had been 
the only class to whom the product was known as “‘Crow” or “Old 
Crow,” this would not subject the growth and development of the 
trade-mark right to any different principles. 

(b) The opinion, in a note, refers to the use by the Hellmans 
of the brand “J. Crow, Paris, Ky.” This particular brand was in 
fact not used by the Hellmans, but by another rectifier in St. 
Louis. It may be noted, also, that at the same time (in the 60’s) 
a Cincinnati house was marking some of its output “Crow.” 

This correction, and its resulting inferences, do not help the 
Hellman case. If it is improbable that such a name as “‘Crow” 
was adopted by one rectifier merely by chance, it is rather incred- 
ible that each of three rectifiers, in communities where Kentucky 
whiskies came to market, fortuitously hit on the same unusual 
trade-mark; and to find that in 1865 three dealers were using a 
name which had become at least somewhat known in a near-by 
center of original production many years before confirms the con- 
viction that the name must have acquired reputation enough to 
make it worth taking, or else that it had become at that time indic- 
ative of a class or type of product.! 


1 The latter seems to be the interpretation expressly adopted by the Eighth 
Circuit opinion in saying that the Hellmans at this period “employed these words 
as descriptive terms.” (Kahn v.W. A. Gaines & Co., 161 Fed. Rep. at page 502, 88 
C. C. A. at page 437.) 
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(c) It is said we were in error in assuming that “Old Crow”’ 
had anything to do with the age of the whisky, but that, in fact, 
this word refers only to the age of the man, Crow. This may be 
so; but the same mistake would have been natural in the 60’s to 
those who heard the name, but did not know of the man; and as 
to its effect on the trade-mark development discussed in the opin- 
ion, it would not be important whether the natural inference that 
“Old Crow” implied age in the whisky was the right or the wrong 
inference. 

The petition assures us that there was no “implication of age 
in applying ‘Old Crow’ to the Hellmans’ blended whisky,” and 
that it was used as “Old Hickory” might have been. If so, the 
reference was to an individual; and as no man of this name or so- 
called appears ever to have been known, except the Glenn’s creek 
James Crow, it would follow that the Hellman use must have been 
fraudulent. 

(d) The opinion is criticized because we hesitated to accept, 
at its face value, the Hellman testimony regarding the extent of 
their Old Crow sales, the use of their advertising signs, etc., before 
1867. There is a considerable volume of this testimony, but it 
consists almost wholly of unaided recollections of dates 40 years 
old; and it is that class of testimony which, by decisions familiar 
in patent cases, the Supreme Court has refused to accept. True, 
there is in a trade-mark case no initial presumption of validity to 
be overcome; but the principles for determining the evidential 
value of testimony cannot differ according to the subject-matter 
of the case. 

(e) The petition points out that the opinion, after stating that 
the Hellmans appealed from the St. Louis decree dismissing their 
cross-bill asking affirmative relief, then erroneously states that 
they dropped this appeal ‘“‘whereby whatever adjudication was 
carried by such dismissal became final.” The facts are that the 
decree below directed an injunction against the Hellmans on the 
original bill and the dismissal of their cross-bill; that they appealed 
from each portion of the decree; that in the Court of Appeals their 
counsel announced that they would not ask affirmative relief, and 
the Court of Appeals did not consider that subject; and that the 
decree below was reversed, and a new decree was entered below 
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simply dismissing the bill. It is not of controlling importance in 
what technical situation this final dismissal left the rights claimed 
by the cross-bill. The persuasive thing is that the Hellmans 
abandoned any claim to relief on the theory that they had any 
trade-mark; and it is this conduct that helps to interpret the 
Eighth Circuit litigation, and tends to support our conclusion 
that such litigation should not be taken as an adjudication that 
the Hellmans had adopted and had become the owners of the 
trade-mark. 

(f) The petition assumes that this court has made a new find- 
ing of facts inconsistent with the finding made by the Court of 
Appeals in the Eighth Circuit. Of course, if this assumption were 
true, our opinion would be wrong. We intended only to determine 
what was the real thing decided in the former suit, and so what was 
the thing adjudicated; and it became necessary to separate, as 
best we could, those conclusions of the court upon which its ac- 
tion was based, from those recitals of the judge writing the opinion, 
in some of which, at least, the other judge sitting apparently did 
not concur. Further than this we had neither the right nor the 
disposition to go. 

The other criticisms which the petition makes on the opinion 
we have considered, and we think they are either based upon mis- 
apprehension or else are sufficiently covered by the opinion itself. 

The application for rehearing is denied. 


[There is nothing in the trade-mark law which requires that notice of application 
to register a mark shall be specifically given to other users of the mark (See p. 23), 
except that whenever application is made for the registration of a trade-mark which 
is substantially identical with a trade-mark appropriated to goods of the same de- 
scriptive properties, for which a certification of registration has been previously 
issued to another, or for registration of which another has previously made appli- 
cation, or which so nearly resembles such trade-mark or a known trade-mark owned 
or used by another, as, in the opinion of the commissioner to be likely to be mis- 
taken therefor by the public, the commissioner may declare that an interference 
exists, a notice of which shall be sent to the interested parties (Trade-mark act of 
1905, sec. 7). The only notice required by the registrant is the use of “Reg. U.S. 
Pat. Off.” in conjunction with the mark (Id. sec. 28). See also note, p. 42, this 
issue. 
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THEODORE RecTaNus ComMpaANny v. UNITED DruGc COMPANY 


(226 Fed. Rep., 546.) 


United States Circuit Court of Appeals 


Siath Circuit, July 20, 1915. On Petition for Rehearing, 
November 2, 1915 


. TrapE-MArKS—VALIDITY—MISREPRESENTATION OF ARTICLE. 


A trade-mark for a medicinal preparation, which is admitted to be of 
some value for the purpose for which it is recommended, is not invalidated 
by the fact that the remedy will be injurious if taken in excess of the pre- 
scribed amounts. 

TrRADE-MarKS—OBLIGATION TO MAKE Known. 

The owner of a trade-mark is obliged, in a degree depending upon circum- 
stances, to advertise his mark to the trade, so that the probability of the 
adoption by another of an infringing mark through ignorance will be reduced 
toa minimum. The failure to do this may constitute such laches as to estop 
the owner of the mark from asserting his rights against a later user. 


. TrapE-MAarKS—REGISTRATION—EFFECT. 


Registration, under the federal trade-mark act, is not expressly made 
notice of the rights claimed, and so it cannot as a matter of law be called a 
constructive notice; and yet that it in fact tends to give notice is well known. 


. TraprE-MarKks—EstTopPEL.. 


The owner of a trade-mark who for more than fifteen years does nothing 
in any of the customary methods either by advertising or registering his mark 
to give either the trade or the general public knowledge of the claimed mark, 
is bound to know that others are likely to adopt or use the same mark in ig- 
norance of his adoption thereof. Under such circumstances, the later appro- 
priator of a mark may claim the protection of an estoppel, the effect of which, 
however, will be confined to the territory occupied at the time of his receiving 
notice of the rights of the first user. 


. TrapE-MarKs—INJUNCTION—TERRITORIAL LIMITATION. 


Where a manufacturer adopts a mark and for many years makes no 
effort to extend the sale of the goods to which it is applied beyond a certain 
territory, and another manufacturer in ignorance of the rights of the first 
user adopts the same mark and applies it to goods of the like descriptive 
properties, which are sold in a territory well removed from the territory of the 
original appropriator of the mark, so that no confusion ever results, the origi- 
nal appropriator is not entitled to an injunction restraining the later claimant 
from his use of the mark within the territory where it has been so long used. 


Appeal from decree of the District Court of the United States 


for the Western District of Kentucky in favor of plaintiff. Re- 
versed and remanded. 


For the opinion of the court below, see 3 Trade-Mark Reporter, 


444. 


About 1877, Mrs. Regis, living in Haverhill, Mass., compounded a medicine 


which she considered useful for dyspepsia and some other disorders, and as a 


distinguishing name therefor she devised or adopted the word “Rex.” She 
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used this word in window signs, and marked it upon the boxes and packages put 
on the market, and it is not to be doubted that the word became her trade-mark. 
Under the name of “E. M. Regis & Co.,’”’ she continued the business, although 
in rather a small way. In 1898 she registered the word as a trade-mark under 
the laws of Massachusetts, and in 1900 procured registration in the United States 
Patent Office. In 1904 her exclusive right to the mark was adjudicated, by the 
Supreme Judicial Court of Massachusetts, in a suit which she had brought against 
the United Drug Company, a Massachusetts corporation, which was managing a 
chain of drug stores throughout the country known as the “Rexall Stores” and 
selling “Rexall” remedies. (Regis v. Jaynes, 185 Mass. Rep. 458, 70 N. E. 480.) She 
also established her priority in the mark as against the United Drug Company in a 
contested proceeding in the United States Patent Office. Thereupon the United 
Drug Company purchased and has since carried on her business, and purchased 
also in that connection the right to the trade-mark. In 1912 the United Drug 
Company filed in the court below its bill of complaint against the Rectanus Com- 
pany of Louisville, and some of its officers, all citizens of Kentucky, alleging 
infringement of this trade-mark by the sale at Louisville of a medicine advertised 
and marked as the “Rex Blood Purifier.’ On final hearing, a decree was rendered 
for the United Drug Company, and the Rectanus Company appeals. 


C. B. Blakey, of Louisville, Ky., for appellant. 


L. A. Janney, of Boston, Mass., and Alexis C. Angell, of 
Detroit, Mich., for appellee. 


Before KNapPEN and Denison, Circuit Judges, and SaTrEr, 
District Judge. 


Denison, Circuit Judge (after stating the facts as above): 
1. It is not denied that, in the Massachusetts litigation against 
Jaynes and the United Drug Co., Mrs. Regis’ claim to the trade- 
mark was earnestly contested and that every available defense was 
presented. The opinion of the Supreme Judicial Court of Massa- 
chusetts and the testimony in the present record alike impel us to 
the conclusion that her cla'm of prior right is thoroughly estab- 
lished, and that before 1880 she had so adopted and so used the word 
that her title thereto as a trade-mark—and with all the incidents 
of a common-law trade-mark—was perfected. 

The difficulties in this case arise from the fact that Theodore 
Rectanus, the business predecessor of the defendant corporation, 
undoubtedly adopted and used the same word as a trade-mark 
upon a medicinal compound. He began this use about 1883, and 
it is safe to say that, as early as 1885, he had used the mark so 
considerably in Louisville that—save for Mrs. Regis’ prior adop- 
tion—it clearly would have become his rightfully exclusive trade- 
mark. This adoption by Rectanus was in good faith, and its use 
was continued without intermission by him and his corporate suc- 
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cessor, and without challenge of any kind from any one, from before 
1885 until 1912—a period of at least twenty-seven years. The real 
problem in this case is how these conflicting rights and their 
dependent equities shall be respectively treated. 





2. The defendant contends that there is no infringement, 
because the Regis article has always been put up in pill or tablet 
form, and was originally, and until after the Rectanus rights had 
been initiated, labeled and advertised only as a dyspepsia cure, 
while the Rectanus article has always been put up in bottles and 
liquid form and called a blood purifier. To this contention the 
plaintiff replies that, both articles being intended to have medicinal 
effect through the stomach and digestive organs, with similar ulti- 
mate result, they are “‘of the same descriptive properties,” and 
that, therefore, a trade-mark, valid for one, must extend to the 
other. In view of the result otherwise reached, it becomes unneces- 
sary to pass upon these contentions, and for the purposes of this 
opinion we assume that such infringement exists as requires us to 
consider the further questions. 

3. The validity of the trade-mark is attacked, because it is 
said that the article is useless or harmful, and that putting it on the 
market as a remedy is fraudulent. The proofs do aot sustain this 
contention. It has as its basis an element which was once com- 
monly prescribed for some digestive troubles, and which is still 
prescribed by some physicians. The expert witnesses agree that 
it may do some good along the line of its advertised benefits, and 
there seems to be no substantial reason to think that it will be 
injurious, unless it is taken in too great quantities. If the fact 
that an excessive amount is harmful were to condemn an article as 
fraudulent, many useful remedies would suffer. 

4. The District Judge thus clearly stated the final difficulty: 


“In our broadly extended country, the separate and independent use of these 
two trade-marks ran along contemporaneously in widely separated localities, 
without either of the parties most interested knowing what the other was doing, 
until comparatively a few months before this action was brought. The judgment 
in this case, we think, must necessarily work a hardship upon one or the other of 
the parties, and possibly upon both.” 


The demand of the Drug Company for an injunction against 
Rectanus rests upon the proposition that a trade-mark right once 
acquired is exclusive, and extends at least throughout all places 
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subject to the laws of the United States. This is a proposition often 
expressed in one form or another and formulated in the text-books. 
(Hopkins on Trademarks, §§ 10, 13.) District Judge Baker, in 
Church v. Russ ( |C. C.] 99 Fed. Rep. 276, 279), said: 

“It is commonly said that there is a right of property in a technical trade- 
mark, and an infringement is spoken of as a violation of a property right. Whether 
this view be correct or not is quite immaterial, because it is universally agreed 


that some of the rights which are incident to property do inhere in a technical 
trade-mark.” 


In Lawrence v. Tennessee Co. (138 U.S. 537, page 548, 11 Sup. 
Ct. 396, page 401 [34 L. Ed. 997]), the Supreme Court said: 


“The jurisdiction to restrain the use of a trade-mark rests upon the ground 
of the plaintiff's property in it, and of the defendant’s unlawful use thereof.” 


Based upon this theory of a property or equivalent right per- 
fected by adoption, or by adoption and use, it may follow logically 
enough that a later appropriator is a trespasser, and should be 
suppressed, even though, at the time of the later appropriation, the 
prior claimant of the mark had not extended his trade into the 
defendant’s territory. That there had been no actual conflict of 
trade, and so no present injury, is not of itself a sufficient answer to 
the claimant’s demand, because by defendant’s conduct there is a 
threat or certainty of future injury to the naturally increasing 
trade and custom of the plaintiff. There can be no fixed standard 
of this normal expansion, and we are not called upon to declare any 
standard for other cases. It is clear that there may be instances 
where the plaintiff's delay to carry his trade into a particular ter- 
ritory has been so inconsistent with the ordinary conduct of busi- 
ness as to amount practically to an abandonment or disclaimer of 
that territory; and if in such case it has come about that with the 
express or implied knowledge of plaintiff another has occupied the 
territory in ignorance of any claim of prior right, and so has been 
misled into a large expenditure in building up a business, we have 
not merely that laches which make a court hesitate to enforce the 
prior right, but that estoppel which forbids such enforcement. 
Even at law, the statutes of adverse possession recognize that 
plaintiff, with good title to an estate, may lose the right to recover 
that part of it which he permits an adverse claimant to occupy for 
too long a time; and there are many familiar instances where courts 
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of equity are moved by the principles of laches or of estoppel to deny 
specific relief to one whose general or original title is broadly good. 

We must classify this case as one of those to which we have 
just referred. Conceding to Mrs. Regis and her successor the 
broad or the prima facie original exclusive right to the mark, and 
conceding, without deciding, that no particular standard of dili- 
gence should be enforced against them in the matter of expanding 
their trade over the country, we find much more than lack of dili- 
gence; we find complete indifference. If we take the year 1900 for 
comparison, we see that, for more than 15 years, Rectanus had 
been using the mark in his own trade, had expended probably 
several thousand dollars in making the mark well known, and had 
established a considerable, although local, business in Louisville 
and vicinity. His excursions outside of that local field are too 
inconsiderable to have importance. Although an active druggist, 
familiar with the literature of the trade, he had never heard of Mrs. 
Regis’ remedy or of her trade-mark. On the other hand, during 
more than twenty years after the adoption of the mark, Regis & 
Co. had then done nothing whatever to make it known outside of 
the New England states, save sporadic sales in territory practically 
adjacent to those states. So far as Kentucky was concerned, they 
sent no salesmen there and did no advertising whatever intended to 
reach that territory. They had registered the mark in Massa- 
chusetts, thus getting the local effect of the state statute; but not 
until 1900 did they indicate by registration in the Patent Office 
that they claimed an interstate trade-mark. Speaking practically, 
they confined to one corner of the country their trade and their 
efforts to get trade. This might not be important, if it had char- 
acterized their conduct for 1 or 2 years, or some other short period, 
or if it could be said that they were merely awaiting a natural 
development. Such absolute disregard of the Kentucky territory 
for twenty years indicates rather more than indifference, and they 
were bound to know that others were likely to act upon the 
assumption that the field was open and that their silence would 
mislead any one who did act in reliance on that assumption. 

The compelling equity in the position of defendants, situated 
as Rectanus is, has in several instances led courts of equity to 
refuse an injunction in aid of the first adopter of the mark; and 
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sometimes in so doing they have seemed in some degree to reject 
the general principle that the right is exclusive and belongs to the 
one who first adopts and uses. We are not called upon to decide 
how far the force and effect of this principle usually go; each case 
beyond its reach, whether by negation or by exception, depends 
upon particular facts; and each one of the decided cases which has 
been brought to our attention can be reconciled with, and perhaps 
should be considered as standing upon, the theory which we have 
stated, viz., that, even if we concede to the first appropriator of the 
mark the prima facie right exclusive against all others and every- 
where, courts of equity will not enforce it where the rules of laches 
or estoppel make such enforcement unjust, and that in such case 
the original owner does not lose his general right, but only the 
power of enforcing it, in a particular territory, against a specified 
person and to the extent that plaintiff has acquiesced. 

Some of the language of the opinion of the District Court in 
Carroll v. McIlvaine ( {the “ Baltimore Club” Case] § 171 Fed. Rep. 
125), seems to indicate that the trade-mark right may not go 
beyond the extent to which plaintiff has actually taken possession 
of the trade; but when the case came to the Circu't Court of 
Appeals of the Second Circuit (183 Fed. Rep. 22, 105 C. C. A. 
314) it was distinctly held that Carroll, by pr‘or adoption, had ac- 
quired the better right to the trade-mark, and the refusal to en- 
force it against Mcllvaine in the territory occupied by him was 
put solely upon the ground of laches which amounted to an es- 
toppel. In Macmahan Co. v. Denver Co. ((C. C. A. 8] 113 Fed. Rep. 
468, 51 C. C. A. 302), it appeared that while the word involved, 
“‘Antiphlogistine,”’ might be capable of appropriation as a trade- 
mark, the plaintiff’s use of the word had been so trifling in amount 
and so exclusively confined to single and small classes of customers 
that there had not been a sufficient appropriation to create in the 
plaint’ff the normal, full, and exclusive trade-mark right in the 
word as applied in a broader field. The substantial decision was 
that, in fact and in law, plaintiff never acquired the trade-mark 
right. The case, on its facts, was an obvious effort by a former 
officer of defendant to destroy what he had sold, and the result 
reached was plainly the right one. In Hanover Co. v. Allen Co. 
(IC. C. A. 7] 208 Fed. Rep. 513, 125 C. C. A. 515 [3, Trade Mark 
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Reporter, 521}), it appeared that plaintiff adopted “Tea Rose’’ as 
a trade-mark for flour in 1872. It had sold its flour only in states 
north of the Ohio river, and in the Southeastern states it had, 
apparently, up to the time of commencing suit, been selling its 
flour only under other trade-names. The defendant had adopted 
the same name, in 1893, without knowledge of plaintiff’s prior use, 
and from 1894 until suit commenced, probably 1912, it had 
been pushing its trade under that name in the Southeastern states, 
and built up a large business, so that, in the flour trade in that 
territory, the mark had come to mean defendant’s flour and 
nothing else. An injunction was refused as against this particular 
Southeastern trade. The opinion rests, to some extent, upon the 
idea that a trade-mark is wholly and merely pertinent to an exist- 
ing trade, that it cannot be enforced beyond the field which is 
already occupied by that trade, and that, outside of that field, a 
later comer may acquire rights in the same trade-mark; but it is 
not necessary so to interpret the opinion. Plaintiff, while using 
the trade-mark for forty years, had kept it out of the Southeastern 
territory, and it would be difficult to distinguish such indifference 
from a positive abandonment; the defendant, without objection 
and to an extent which would have brought notice to plaintiff, 
if plaintiff had been claiming rights there, had been for eighteen 
years using the mark in promoting its business in that territory; 
even when suit was commenced, plaintiff had no trade which 
was or could be injured by defendant’s act; in that territory 
it had only expectation or possibility that it might some time ac- 
quire such trade; and, on these facts, it might well be said that 
plaintiff was not entitled to aid from a court of equity.' 

Our conclusion is that, on the facts of this case, plaintiff was 
not entitled to the injunction sought. We decide nothing further. 
Whether Rectanus has any affirmative right whatever, as distin- 
guished from the merely defensive one which we have considered, 
and whether that defensive right extends to the use of the mark 
upon any article, excepting where, as in the case of the blood puri- 
fier, that use had continued so long without challenge as to raise an 
estoppel—these questions are not involved. We now hold only, 
as the Court of Appeals in the Second Circuit did in the Baltimore 


1 Upon the subjects of laches and estoppel, see, further, Sazlehner v. Eisner Co. 
(179 U. S. 19, 21 Sup. Ct. 7, 45 L. Ed. 60.) 
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Club Case, and as we think the Court of Appeals in the Eighth Cir- 
cuit did in Kahn v. Gaines (161 Fed. Rep. 495, 88 C. C. A. 437 [see 
our discussion of this case in Gaines v. Rock Spring Co., 226 Fed. 
531, this day decided]}), [6 Trade Mark Reporter, 10], that the 
defendants may continue to do the thing at which the suit was 
directed—in this instance, use the word “‘Rex’”’ upon and in con- 
nection with their blood purifier. 

It follows that the bill of complaint must be dismissed, and for 
that purpose the decree is reversed, and the case is remanded, with 
the costs of this court to appellant. 


On Petition for Rehearing. 


The petition for rehearing urges us to reconsider the conclu- 
sion that plaintiff’s valid trade-mark is not entitled to full protec- 
tion by injunction against Rectanus. It is said that our opinion 
is without precedent, in that it finds that plaintiff owns a valid 
trade-mark and has moved promptly after having actual knowledge 
of the infringement and yet refuses relief; in other words, and using 
the nomenclature of the petition, it is said that an injunction in a 
trade-mark case has never been denied on the ground of “estoppel 
by negligence,’”’ and the petitioner’s counsel think that the adop- 
tion of such principle is in serious conflict with established trade- 
mark law and will lead to very unfortunate practical results. 

We did not originally fail to appreciate that our conclusion 
was without specific precedent, and we then gave what considera- 
tion we could to the matter of practical results; but we were without 
the aid now given by the thorough presentation found in the peti- 
tion. The arguments now presented and the novelty of the ques- 
tion justify some further discussion. 

It is settled that injunction against future trade-mark infringe- 
ment may not be denied because of the mere laches of plaintiff (see 
cases infra); and it must be conceded that the record here discloses 
no actual knowledge by Mrs. Regis or her successors of the fact 
that Rectanus was using the mark until they acquired such knowl- 

1 By this phrase meaning that estoppel which at last rests, not upon a trade- 
mark owner’s actual knowledge of the use by the person afterwards made defend- 


ant, but rather upon a knowledge imputed to the owner because of his indifference 
and neglect. 
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edge shortly before suit brought. Since, in order to raise an estop- 
pel in pais, it is essential that one party shall do some act, or neg- 
lect some act, and that the other party, in reliance on such doing 
or neglecting, shall change his position so as to import prejudice if 
the first act or neglect is repudiated, it follows that our conclusion 
of estoppel cannot be maintained unless it shall be assumed that 
Mrs. Regis was guilty of some neglect toward the public or toward 
the class of which Rectanus was a member, and that Rectanus, 
because of that neglect, has changed his position. 

It is true there can be no neglect, unless there is a duty; but 
these are relative terms. There can be no absolute duty resting 
on one who adopts a trade-mark to bring it at once to the attention 
of everybody. Such duty as there may be in this direction must 
rest upon the obligation of the one adopting to realize that, in the 
absence of a widespread knowledge of the existence of his claim 
to the mark, others will be likely to adopt it and spend their money 
in its promotion in their own interest. This obligation must be 
as variant in degree as are the circumstances of each case from those 
of another case; but we cannot doubt that, under present-day con- 
ditions, there are cases in which some measure of such obligation 
does exist. Formerly, the number of competing traders in a given 
line—and, hence, the probability that another would hit upon the 
same trade-mark—was slight as compared to that number and 
that probability now; and formerly the means by which a trade- 
mark owner could spread general knowledge of his claim were 
comparatively ineffective, and the trade customs which now make 
it so much a matter of course for trade-marks to be put before the 
public the country over, were largely nonexistent. Mrs. Regis 
and her successors used as a trade-mark a word which, though 
not descriptive in the forbidden degree, was yet so far suggestive of 
quality that its adoption by others was as likely as its choice by her 
had been natural. From 1883 (when Rectanus’ use began), until 
now, it has been true that a small expense in trade journal adver- 
tising enables the trade-mark proprietor to put his article and its 
name before the entire trade; and the custom of so doing has been 
well-nigh universal. As business methods and business customs 
change, so change the fact standards of reasonable prudence and 
care in guarding business rights. 
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Mrs. Regis, at least prior to 1900, made no appreciable effort 
to extend her trade or her mark beyond Massachusetts; the in- 
stances of sales beyond that field are almost negligible.! She ad- 
vertised in no journal. She employed no outside solicitors. 
Knowledge of the remedy and its name did not spread, save as one 
user told another, and save as she and one or two others canvassed 
from house to house in a few Massachusetts towns. Until 1898 
she did no act adapted to give any general notice of her claim; and 
the act then done—the state registration—was, of course, confined 
in its effect to that state (chapter 72, Rev. Laws Mass.). In 1900 
she registered in the Patent Office, and then, for the first time, 
clearly disclosed her claims to a country-wide trade-mark. 

Registration under the federal Trade-Mark Act is not expressly 
made notice of the rights claimed, and so it cannot, as matter of 
law, be called a constructive notice; and yet that it in fact tends to 
give notice is wellknown. The substance of the registration is pub- 
lished in an official journal. This published list is regularly scru- 
tinized by many manufacturers and dealers; and it is common prac- 
tice for any one proposing to adopt a trade-mark to have a search 
made in the classified lists of registrations in order to determine 
whether the proposed mark has been already appropriated. The 
application for registration itself shows that a use which may have 
been indefinite or fugitive has grown and developed into a definite 
claim of right, covering interstate and foreign commerce. It may 
well be that either a federal registration or some suitable advertising 
would, in a particular case, be notice enough to the public of which 
the defendant was a member, so that every obligation of fairness 
resting on the claimant would be satisfied, and so the defendant 
would have no basis to say that he had been both innocent and 
diligent while the claimant had been careless and indifferent in 
creating the situation tending to make an estoppel. These ques- 
tions are not presented; nor is it necessary to say that at any par- 
ticular time Mrs. Regis became charged with any particular degree 
of duty to make her claim generally known. 

1 Mrs. Regis sent a few boxes into Maine, New Hampshire, Vermont, and 
New York. She sold a few which the buyers were to send to Canada or Virginia. 


No one of these is fixed as before 1900; all may as well have been, as the business 
reached its largest volume shortly before she sold out in 1910. 
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It is enough to say that in (e. g.,) 1895, at the end of more than 
15 years of this policy of doing nothing in any of the customary 
methods to give either the trade or the general public knowledge 
of the claimed trade-mark, Mrs. Regis was bound to know that 
others would be likely to adopt or to be using the same word in 
ignorance of her appropriation, and to be making investments 
therein. If she was bound to know this, it must be conclusively 
presumed that she did know it; Rectanus’ continued investment 
from 1895 to 1900 in exploiting what he thought was his trade- 
mark, makes a satisfactory case of estoppel; and 10 or 12 years 
more of indifference to other than comparatively local trade, after 
the 1900 notice, accompanied by defendant’s continued expendi- 
ture, does not weaken the defense. It is, perhaps, not accurate to 
say that she is conclusively presumed to know what she was bound 
to know, but the distinction is here immaterial. One is bound to 
know the law, and so is bound to anticipate the results which, by 
law, must follow from his acts; and it would seem that others who 
rely upon the knowledge and intent so presumed could claim the 
protection of an estoppel just as much as if the knowledge and 
intent had been actual. 

We cannot join in counsel’s apprehension that from this prin- 
ciple serious harm will come to trade-mark owners. We carefully 
refrained, in this opinion and the accompanying opinion in Gaines 
v. Rock Spring Co. (226 Fed. Rep. 531 [6 Trade Mark Reporter, 
10]), from deciding what degree of diligence, if any, by the trade- 
mark owner in exploiting his claims, was necessary to protect him 
from losing, in this way, a fraction of his trade-mark right. Only in 
an extreme case would a court reach the conclusion which we here 
reached. The trade-mark owner, prosecuting and exploiting his 
business in the ordinary way, can have nothing to fear from the rule 
of the opinion. Not only will the cases, where this situation arises, 
be rare, but only in a fraction of those cases will there be practical 
difficulty in determining the conflicting rights of the general owner 
and the one who must be left in the possession of what he has taken. 
Such diffiulties as may develop we must think to be a lesser evil 
than it would be to permit plaintiff, by asserting a prior right, to 
destroy that which had been built up in the reasonable belief, 
induced by plaintiff’s conduct, that no such prior right existed. 
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Of course, it is not necessary to the theory of estoppel that the one 
claiming it should have acted upon an affirmative misrepresenta- 
tion. It is enough if he has acted as he would not have done if he 
had known the truth, and if the one against whom the estoppel is 
claimed kept silent when he should have spoken. 

So much by way of reference to the principles, the proper 
application of which must control this case. We turn now to the 
decided cases, and the discussion of them in the petition. Those 
cited in our opinion, so far as petitioner’s counsel think they give 
color of support to the conclusions of the opinion, are sought to be 
distinguished on one or the other of two grounds. It is said that 
the finding of an estoppel, where that result has been allowed to 
defeat a valid trade-mark (as in the Baltimore Club Case 183 Fed. 
Rep. 22, 105 C. C. A. 314, in the Circuit Court of Appeals) has been 
based on actual knowledge by plaintiff that defendant was using 
the mark and on plaintiff’s acquiescence after such knowledge. In 
the case just cited, this is true; but it is difficult to distinguish be- 
tween the effect of knowledge proved in fact and knowledge im- 
puted by law. A doubtful inference is not so satisfactory as clear 
and direct proof; but, when once the inference is drawn, the fact 
is established. We must doubt whether the result in the Balti- 
more Club Case would have been different if it had appeared only 
that plaintiff had done nothing for 20 years toward extending his 
trade-mark beyond Baltimore; that plaintiff had been indifferent 
as to what was done in New York; that any ordinarily vigorous 
pushing of plaintiff’s business, at any time for twenty years, would 
have disclosed defendant’s use; and that the mark consisted of 
such a quasi descriptive or suggestive word as to be rather likely 
to be selected by others. We think that case differs from the 
present, not in principle but in degree. 

Nor can we think that the presence of actual competition be- 
tween the parties at the time suit is commenced is the sole criterion 
by which cases are to be distinguished, as the petition urges with 
reference to Hanover Co. v. Allen Co. (208 Fed. Rep. 513, 125 C. 
C. A. 515, supra [3 Trade Mark Reporter, 521]). Whether the 
ground of the defense be laches or estoppel, if the defense is good 
to-day, it does not seem that it can be bad next week, merely be- 
cause in the meantime plaintiff first brings in and offers for sale his 
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goods in the local territory where defendant is established. If so, 
then neither defense could ever avail, because plaintiff could always 
delay bringing suit for a few months or a year and until after he 
had come in and was selling some goods in defendant’s territory 
—which is practically what happened in this case. 

The insistence of the petition that our opinion runs counter to 
settled principles is based chiefly on McLean v. Fleming (96 U. S. 
245, 24 L. Ed. 828); and Menendez v. Holt (128 U.S. 514, 9 Sup. 
Ct. 143, 32 L. Ed. 526). In the former case, plaintiff’s acquies- 
cence and delay were held sufficient to bar an accounting, but not 
to prevent an injunction; but it clearly enough appeared that 
defendant’s actions had not been innocent. He had been fully 
aware of plaintiff’s right to the marks and labels, and he had copied 
them as closely as he dared. His contention was that he had not 
infringed; but he had always known that if he was wrong in this 
contention his conduct was unlawful. The element of good-faith 
expenditure by defendant in building up a business on a mark which 
he had a right to suppose was his, is wholly lacking in McLean v. 
Fleming. Without that basis, there could be no estoppel; and so 
the case has no bearing upon the latter question. In Menendez v. 
Holt, there was the same situation. Defendants were using the 
mark under Ryder, who had formerly been in partnership with 
plaintiff in the business to which the mark is incidental, and it is 
clear that defendants made no claim that they had been ignorant 
of plaintiff’s rights. They had taken their chances on the validity 
of the trade-mark and the sufficiency of plaintiff’s title. Surely 
there could be no estoppel; and so the court expressly says. (128 
U. S. on page 524, 9 Sup. Ct. 143, 32 L. Ed. 526.) The plaintiffs 
had always been diligent in giving notice, and the defendants had 
never been innocent. 

Reliance is had, also, on the two Hunyadi-Janos Cases (in 
179 U.S.)—the Eisner Case (179 U.S. at pages 19, 39, 21 Sup. Ct. 
7, 45 L. Ed. 60), and the Siegel-Cooper Case (179 U. S. at page 
42, 21 Sup. Ct. 16, 45 L. Ed. 77). In the Eisner Case, the conclu- 
sion reached seems to have depended on the theory of unfair com- 
petition, and not on that of trade-mark infringement. The title 
to the word “‘Hunyadi,”’ as a trade-mark, was held to have been 
lost; but the characteristic red and blue label was protected against 
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fraudulent simulation. Not only was the original ground of relief 
found to lie in defendant’s fraud, but perhaps for the same reason 
only the defense of laches was overruled. In the Svegel-Cooper 
Case, it appeared that defendant was merely a retailer under pur- 
chases made from the Eisner Company, and that the Eisner Com- 
pany was the actual defendant. Perhaps it was inevitable that 
the case should have the same result as the Eisner Case; and yet it 
is not quite clear why, in the latter case, relief should have been 
denied on the ground of trade-mark infringement and given on the 
ground of fraud, and in the Siegel-Cooper Case the absence of any 
fraudulent intention by defendant should have been held immate- 
rial, and on the authority of strict trade-mark cases; but, whatever 
may be the proper view of the Eisner and Siegel-Cooper Cases, 
they do not militate against the defense of “estoppel by negligence” 
ina proper case. Not only did neither defendant claim an estoppel, 
but the Eisner Company could not have done so because estoppel 
cannot be based on fraud, and the Siegel-Cooper Company could 
not have done so because it had made no expenditures based upon 
its belief in its own title to the subject-matter, nor was it ignorant 
of plaintiff’s claim. 

We are cited, also, to several decisions in patent cases (of 
which Taylor v. Sawyer Co. |C.C. A. 3] 75 Fed. Rep. 301, 22 C. C. A. 
203, and Ide v. Trorlicht |C. C. A. 8] 115 Fed. Rep. 137, 53 C. C. A. 
341, are typical) to the effect that an injunction against the contin- 
uation ofa patent infringement will not be denied because of equities 
which have arisen in defendant’s favor through plaintiff’s indiffer- 
ence or delay. These cases usually themselves save the question 
of a possible estoppel; but suits upon a patent and a trade-mark 
present, in this respect, a very imperfect analogy. A patent is an 
absolute monopoly; the patentee is under no obligation to work the 
patent; he has received a grant of a right to exclude all others un- 
conditionally and entirely; and all others have constructive notice 
of his rights. W'th reference to a trade-mark, the monopoly is 
only incidental to an existing business; unless the business is pros- 
ecuted, the right is lost; there is (at least lacking registration) no 
constructive notice to others; others have a right to appropriate 
the mark to themselves, if plaintiff stops using it. Obviously there 
is in trade-mark cases much more room than in patent cases for a 
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defendant to acquire, on the theory of estoppel, a right which a 
court of equity will protect. 

A study of these cases, as well as of the others presented, has 
not convinced us that our conclusion was mistaken, and the peti- 
tion for rehearing is denied. 

It should be understood, as was more fully stated in the “‘Old 
Crow”’ Case, that such an adjudicaton as is here directed is con- 
fined in its effect to the territory which the Rectanus Company had 
reached and was occupying to a substantial extent when it received 
notice of plaintiff’s claims. How far, if at all, it may promote an 
increase or accept a natural increase constitutes one of the “diffi- 
culties which may develop” from conflicting rights, as specified in 
a previous paragraph, and which we do not undertake to consider. 


[The question of territorial limitation of trade mark rights is now before the 
United States Supreme Court in the litigation of the Hanover Star Milling Co. 
The opinions of the United States circuit court of appeals in the Hanover cases will 
be found in earlier issues. An extensive note on the subject of territorial limitation 
of trade mark rights will be found in connection with the later of these opinions 
(3 Trade Mark Reporter, pp. 269, 521, 535). The argument of these cases in the 
Supreme Court was heard several months ago and they now await decision. 

The confl'ct of the case here reported with the decision of the Supreme Judi- 
cial Court of Massachusetts in the Rex case (Regis v. Jaynes, 185 Mass. 458), is 
evident.] 


ALUMINUM CooKiInc UTensit Co. v. NATIONAL ALUMINUM 
Works 
(226 Fed. Rep., 815.) 


United States District Court 


Western District of New York, September 14, 1915 


1. Trape-Marks—DescripTivE WorDS—SECONDARY MEANING. 

A word or mark which is descriptive of the character or quality of the 
goods upon which it is applied, is entitled to protection from imitation or ap- 
propriation through use in connection with like goods by another, provided 
it has acquired a secondary meaning, indicating origin and ownership of the 
articles to which it was originally applied. 

2. TrapE-Marks—INFRINGEMENT—SIMULATION. 

The word “Everlasting,” applied to aluminum ware, does not infringe 
the trade-mark “‘ Wearever”’ for the same goods, since, although both suggest 
durability, the former does not so closely resemble the latter in appearance 
and sound as to deceive the purchasing public. When, however, the word 
“Everlasting” is used in connection with the word “Ware,” it is an unlawful 
simulation of the trade-mark “‘ Wearever” or “Everwear” and undoubtedly 
causes confusion, and therefore causes injury to the owner of those marks. 
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3. Unratr Competition—EvipENce oF Ingury. 
In a suit for unfair competition, it is unnecessary to show actual decep- 
tion; it is sufficient if it be shown that the probable result of the use of the 
defendant’s label will be to deceive the ordinary purchaser. 


In Equity. Decree for plaintiff. 


Kay, Totten & Powell, of Pittsburg, Pa., for complainant. 

Stanchfield, Lovell, Falck & Sayles, of Elmira, N. Y. (Alez- 
ander D. Falck, of Elmira, N. Y., of counsel), for defend- 
ant. 


Hazez, District Judge: This action in equity was brought 
for unfair competition in trade and to restrain the defendant, the 
National Aluminum Works, from using complainant’s trade-mark, 
adopted in 1903 and registered in August, 1905, consisting of the 
arbitrary word “Wearever,” commonly used in the hyphenated 
form “Wear-Ever,” and applied to the manufacture and sale of 
cooking utensils made of aluminum, and particularly to restrain 
the defendant from applying the trade-mark “Everlasting,” or 
“Everlasting Ware,” to the latter’s aluminum cooking utensils. 

The first question is whether complainant’s trade-mark is 
descriptive of the character, ingredients, or quality of the product 
to which it is applied, for, if so, its exclusive appropriation by com- 
plainant is not permissible. 

The Compiled Statutes (title 60, chapter 2, section 9490) pro- 
hibit the registration of a trade-mark consisting of words or de- 
vices which are descriptive of the grade or quality of the articles 
upon which they are used. But, according to the adjudications, a 
word or mark, even though descriptive of the character and quality 
of the goods, which has not been previously used in connection 
with like goods, may nevertheless be entitled to protection, pro- 
vided it has acquired a secondary meaning indicating origin and 
ownership of the articles to which it is applied; and if it is appro- 
priated or closely imitated by another in connection with like 
goods, a presumption arises therefrom of an intention on his part 
to deceive the public. (United Lace & Braid Mfg. Co. v. Barthels’ 
Mfg. Co., 221 Fed. Rep. 456 [5 Trade Mark Reporter, 473].) 

In support of complainant’s contention that its trade-mark 
“Wearever” is valid, and not merely descriptive, Holeproof 
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Hosiery Co. v. Wallach Bros. (172 Fed. Rep. 859, 97 C. C. A. 263), 
decided by the Circuit Court of Appeals for this circuit, is prin- 
cipally relied upon. There is manifest similarity between the 
two cases. “Holeproof,” as applied to hosiery, was considered 
to have acquired a secondary meaning by reason of extensive 
advertising and large sales during many years, a meaning indicating 
the manufacturer, and not that the hosiery was indestructible, 
and was therefore held to be nondescriptive. In N. Y. Mackin- 
tosh v. Flam (198 Fed. Rep. 571 [2 Trade Mark Reporter, 324), 
Judge Holt considered a similar contention, namely, that the ar- 
bitrary word “Bestyette,” as applied to waterproof capes, was 
invalid, in that it was descriptive; and he held that, while it was 
descriptively suggestive, it was nevertheless valid because of its 
peculiar spelling and the impression produced thereby, but was 
not infringed by the word “‘ Veribest,” applied to a similar garment. 
So in the present case the word “Wearever,” or its hyphenated 
form, although expressive of durability, is also distinctive and en- 
titled to protection from imitation by others dealing in a similar 
commodity. 

I do not, however, think that defendant’s trade-mark “‘ Ever- 
lasting” infringes the trade-mark “Wearever,” for, although it 
also suggests durability, it does not so closely resemble the word 
“Wearever” in appearance and sound, when applied to cooking 
utensils, as to deceive an intending purchaser into believing that 
he is buying complainant’s goods when buying defendant’s, not- 
withstanding that the purchaser might perhaps be misled by the 
similarity in the shape of the utensils, and so does not warrant 
disposing of the action on that ground. In reaching this con- 
clusion I was influenced by the decision in the “ Bestyette”’ Case, 
wherein the word “Veribest,” which expresses the same idea as 
“Bestyette,”’ was held not to infringe. In Elliott Varnish Co. v. 
Sears, Roebuck & Co. (221 Fed. Rep. 797 [5 Trade Mark Reporter, 
306]), Judge Sanborn, however, held that the words “‘ Roof Leak,” 
as applied to roof paint, constituted a valid trade-mark, and were 
infringed by the words “ Never Leak,”’ used in connection with the 
same commodity. But I prefer to decide the case on the unfair 
competition claim, with regard to which I am of a different opinion. 

Defendant’s trade-mark “Everlasting” is used by it in con- 
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nection with the word “‘Ware,”’ and in this form simulates the 
trade-mark “‘ Wearever,” or “Everwear,” as the proofs show it 
was sometimes called, and tends to deceive buyers into buying de- 
fendant’s ware. I have no doubt that it also creates confusion, 
which the use of the eagle and shield, together with the stamping 
of the corporate name on the ware, does not obviate. The de- 
fendant’s ware is inferior in workmanship and of a lighter and 
cheaper grade than complainant’s, and, in view of the reputation 
built up by the latter for producing a strong and durable grade of 
ware, the attempt by the defendant to palm off on the public its 
cheaper and lighter goods by so close an imitation of the com- 
plainant’s registered trade-mark as the use of the word “ Ever- 
lasting” in connection with the word “ Ware”’ conspicuously dis- 
played thereon, is injurious to the complainant and unlawful. 
Scriven et al. v. North et al. (134 Fed. Rep. 366, 67 C. C. A. 348). 
The defendant urges, however, that the action must never- 
theless be dismissed, as it has not been shown that any one was 
actually deceived. There is no evidence, it is true, that the defend- 
ant or its dealers have actually palmed off its wares for those of 
the complainant (although there was evidence of untruthful state- 
ments and unfair comparisons by dealers in connection therewith) ; 
but I think the similarity in dress, due primarily to the fact that 
the words “Everlasting Ware” closely resemble the words “‘ Wear- 
ever” and “Everwear,”’ gives rise to the inference that the de- 
fendant intended to have its goods accepted by the buying public 
for complainant’s. If the defendant had distinguished its products 
by the use of simply the word “Lasting,” or some other word, 
omitting the words “‘Ever”’ and ‘‘ Wear,”’ there would have been 
no unlawful imitation on its part of complainant’s goods; but, 
assuming that there was no actual intention on the part of the 
defendant to deceive the public, it has, as the evidence shows, 
placed in the hands of dealers a means for misrepresentation as to 
the quality of its goods, and therefore I think the case falls within 
the decision of Notaseme Hosiery Co. v. Straus et al. (201 Fed. Rep. 
99, 119 C. C. A. 134 [3 Trade Mark Reporter, 87]), wherein the Cir- 
cuit Court of Appeals for this circuit held that in a suit for unfair 
competition it is unnecessary to show actual deception; that it is 
sufficient if the proofs show that the actual and probable result of 
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the use of defendant’s label will be to deceive the ordinary purchaser 
making purchases in the ordinary way. 

There has been no undue delay, as contended, in bringing 
this action, nor such acquiescence by the complainant as to bar an 
injunction. 

A decree, with costs, in accordance with this opinion may be 
entered. 


MATERIAL MEN’s MERCANTILE Ass’N Lrp. v. NEw YorRK 
MatTeERIAL MEn’s MERCANTILE Ass’N INC., ET AL. 


(155 N. Y. Supp. 706.) 


New York Supreme Court 


Appellate Division, First Department, November 12, 1915 


1. TRADE-NAMES—INFRINGEMENT—CORPORATE NAMES. 

A corporation which for a long period of time, has conducted its business 
and become known to the trade by a certain name, is entitled to protection 
against the incorporation of, and competition from a rival, under a name so 
s'milar as to be likely to mislead the public. 

2. TRADE-NAMES—INFRINGEMENT— UNFAIR COMPETITION. 

After the plaintiff corporation had conducted business in New York for 
over twenty-five years, even though the name “New York” was not a part of 
the corporate name, naturally when used in connection with its name, it would 
be understood as in identifying the plaintiff, and the adoption by the defendant 
of a corporate name which differed from that of the plaintiff only in the addi- 
tion of the words “‘New York,” together with the copying of the plaintiff’s 
annual book and forms, none of which was necessary in conducting the busi- 
ness, constitutes infringement and unfair competition. 

3. TRaADE-NAMES—CoNFUSION—DAMAGES. 

In a case of confusion of corporate names, where it is clear that the use of 
a name by a competitor will result in deception and damages to an earlier user 
of a similar name, it is not necessary to await either, before applying for an 
injunction. 


Appeal from Special Term, New York County. From a 
judgment dismissing the complaint, plaintiff appeals. Reversed. 


Argued before INcrAnaAM, P. J., and McLaueuuin, LauGu- 
LIN, Scort, and Dow 1ine, JJ. 

Frank M. Avery, of New York City, for appellant. 

Hiram Thomas, of New York City, for respondents. 


LauGHLIN, J.: This is a suit in equity to enjoin the defend- 
ants from conducting their business under their corporate name. 
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The grounds upon which the plaintiff seeks to maintain the action 
are that the words ‘Material Men’s,” in the corporate name of 
plaintiff, have by long user in its business acquired a secondary 
meaning and are generally understood in the trade as referring to 
the plaintiff and its business; that the business of plaintiff and 
defendant being the same, the corporate name of the defendant is 
so similar to that of the plaintiff that it is calculated to mislead the 
public; and that the adoption thereof was in violation of our 
statute (section 6, chapter 28, Laws of 1909 [Consol. Laws, ec. 23, 
§ 6]), which provides as follows: 

“No certificate of incorporation of a proposed corporation having the same 
name as a corporation authorized to do business under the laws of this state, or a 
name so nearly resembling it as to be calculated to deceive, shall be filed or re- 


corded in any office for the purpose of effecting its incorporation, or of authorizing 
it to do business in this state.” 


The plaintiff was incorporated under the laws of New York 
on the third day of February, 1888, and it was found by the 
trial court that the words “Material Men’s”’ were first used in a 
corporate title by it. Ever since its incorporation the plaintiff 
has been actively engaged in business in the city of New York in 
making mercantile credit reports on building contractors and others 
engaged in building operations, and it originated and has annually 
compiled, copyrighted, and issued to its customers and to others a 
book known as “The Association’s Book,” containing ratings on 
those engaged in building operations, and has adopted for use in 
its business and uses blank forms or requisitions printed on paper 
of distinctively different colors. 

The trial court also found, on evidence sustaining it, that at 
the time of the trial the plaintiff’s annual book had reached the 
twenty-sixth edition, and has been and is now furnished to a great 
number of subscribers, and that there is great demand therefor; 
that owing to the care, skill, and experience exercised by the plain- 
tiff, its business has become very extensive; that the plaintiff has 
expended large sums of money in advertising its business and secur- 
ing subscribers; that it has in conducting its business from twelve 
to fifteen employees, and has acquired a valuable good will and rep- 
utation for honesty and fair dealing. 

The defendant was incorporated under the laws of New York 
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on October 20, 1913, for conducting a business similar to that con- 
ducted by plaintiff and in the same locality. At that time, and 
for a long time prior thereto, the plaintiff’s office had been at 41 
Park Row, borough of Manhattan, New York. The defendant 
established and maintains an office at 66 Broadway in the same 
borough. When the action was commenced, the defendant was 
actively engaged in competing with the plaintiff in business; the 
only substantial difference being that for service in some respects 
more extended than that for which the plaintiff was charging from 
fifty dollars to ninety dollars per annum the defendant solicited 
business at the rate of fifteen dollars per annum. The defendant 
also issues annually a book under the same title as that of the 
plaintiff, and containing similar information and blank forms, also 
quite similar to those issued by the plaintiff. The trial court 
found, on evidence sustaining it, that the defendant is engaged in 
a business similar to that of the plaintiff, and is competing with 
the plaintiff. 

Prior to the commencement of the action, which was seven 
months after the incorporation of the defendant, the defendant 
solicited business from one of the plaintiff’s subscribers, and con- 
tinued to solicit business from plaintiff’s customers. There is no 
evidence that the plaintiff has lost any business or customers to 
the defendant, owing to the similarity of the corporate names; 
but the evidence shows that some of plaintiff’s customers have been 
misled by the similarity of the names into believing that business 
solicited by the defendant was solicited by the plaintiff, and into 
believing that an extension of the business of the defendant be- 
yond that conducted by the plaintiff, by which the defendant 
offered to furnish legal services to its customers, was made by 
the plaintiff. In behalf of the plaintiff, evidence was given tend- 
ing to show that the words ‘‘ Material Men’s,” in connection with 
mercantile credit reports, had acquired a secondary meaning, as 
designating the plaintiff; but this evidence was not conclusive, 
and the court refused to find the fact as claimed by the plaintiff. 
The plaintiff conducted its business in its corporate name, but it 
was also referred to and known in the trade by the shorter name, 
“Material Men’s.” 

It may be that the evidence on this point was insufficient to 
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establish a secondary meaning which entitles the plaintiff to the 
exclusive right to use those words in the mercantile credit report 
business, but in the view we take of the case we do not deem it 
necessary to review the evidence to determine whether or not it 
sustains the finding. The long period during which the plaintiff 
was established and conducted its business, and became more or 
less known to the trade as the “‘ Material Men’s,” entitles it to 
protection against the incorporation of and competition from a rival 
under a name so similar as to be likely to mislead the public. In 
one sense, the corporate name adopted by the defendant may be 
said to be practically identical with that of the plaintiff; the only 
difference being in prefixing the name ‘‘ New York,” and in a sub- 
stitution of the word “Incorporated” for the word “Limited,” 
following the name. 

Inasmuch as the plaintiff contemplated conducting business 
in New York, and had so conducted it for upwards of 25 years, it 
became and was, in effect, the New York Material Men’s Mercan- 
tile Association, which is the name adopted by the defendant. 
Although the name “‘New York” was not in the corporate name 
of the plaintiff, it is manifest that, since it conducted its busines 
in New York City, it became known as the New York Material 
Men’s Mercantile Association. It was not necessary for the de- 
fendant so nearly to copy the plaintiff’s corporate name, annual 
book, and forms. The business ** intended to conduct could have 
been described equally well by another name, which would have 
distinguished the two corporations and would have prevented 
confusion. The use of so similar a name, in the circumstances, 
fairly warrants the inference that it was selected by those who 
incorporated the defendant for the purpose of obtaining some 
benefit or advanatage from the good will of the plaintiff’s long- 
established and successful business. (Burges v. Burges [1853] 3 De 
G., M. & G. 896. See, also, Anargyros v. Egyptian Cigarette, 54 
App. Div. 345, 66 N. Y. Supp. 626; Vulean v. Myers, 139 N. Y. 
364, 34 N. E. Rep. 904; Little v. Kellam [C. C.] 100 Fed. Rep. 
353; New England Awl Co. v. Marlborough Awl Co., 168 Mass. Rep. 
154, 46 N. E. Rep. 386, 60 Am. St. Rep. 377; Works v. Mallory 
[Or.] 147 Pac. Rep. 542 [5 Trade Mark Reporter, 192].) 

Neither company was engaged in manufacturing, or had a 
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plant or place of business other than an office. The business of 
each evidently was principally conducted by soliciting agents. 
The different locations of the offices would not insure against con- 
fusion. The business and method of conducting it, therefore, 
render confusion between the two corporations probable, if not 
inevitable. 

The court cannot change the corporate name of the defend- 
ant, but its incorporation in violation of the statute herein quoted, 
under a name so similar to that of the plaintiff as to be calculated 
to deceive, does not protect it in the right to conduct business 
under that name as against the right of the plaintiff, whose busi- 
ness it is quite plain it may obtain, and it is highly probable that 
it will obtain. (People ex rel. Columbia Co. v. O’Brien, 101 App. 
Div. 296, 91 N. Y. Supp. 649; Corning Glass Works v. Corning Cut 
Glass Works, 197 N. Y. 173, 90 N. E. 449.) It is quite probable 
that the secretary of state was misled by the prefix of the name 
“New York,” and did not discover that the plaintiff had been in- 
corporated under identically the same name with the exception of 
the prefix. The courts have often had occasion to decide, in cases 
of infringement and unfair competition, whether the addition of a 
prefix or suffix is sufficient to distinguish one name from another 
and prevent deception, and it has usually been held that it is not, 
and that prior adoption and use entitles a corporation to protection 
against the use by a rival of a name so similar that it is calculated 
to mislead the public. (Society of War of 1812 v. Society of War of 
1812 in the State of New York, 46 App. Div. 568, 62 N.Y. Supp. 355; 
Salvation Army in the United States v. American Salvation Army, 135 
App. Div. 268, 120 N. Y. Supp. 471; Koebel v. Chicago Landlord’s 
Protective Bureau, 210 Ill. 176, 71 N. E. Rep. 362, 102 Am. St. Rep. 
154; American Waltham Watch Co. v. United States Watch Co., 173 
Mass. Rep. 85, 53 N. E. Rep. 141, 43 L. R. A. 826, 73 Am. St. Rep. 
263; Edison Storage Battery Co. v. Edison Automobile Co., 67 N. J. 
Eq. 44, 56 Atl. Rep. 861; Legal Aid Society v. Wage-Earners’ Legal 
Aid Association, opinion by Dowling, J.,. New York Law Journal, 
April 21, 1908; Fuller v. Huff, 104 Fed. Rep. 141, 43 C. C. A. 
453, 51 L. R. A. 332; Bissell Chilled Plow Works v. T. M. Bissell 
Plow Co. [C. C.] 121 Fed. Rep. 357; International Committee of 
Young Women’s Christian Association v. Young Women’s Christian 
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Association of Chicago, 194 Ill. Rep. 194, 62 N. E. Rep. 551, 56 L. 
R. A. 888; North Cheshire & Manchester Brewery Company, Ltd., v. 
Manchester Brewery Company, [1899] Appeal Cases, 83.) 

Where one in the exercise of a natural right engages in a line 
of business in which another by the same name is conducting busi- 
ness, he is required so to regulate the use of his own name as not 
to confuse his business with that previously established, and mani- 
festly a court of equity should and does intervene more freely 
where the question arises largely over the similarity of corporate 
names, in which there was no necessity for the competitor to copy 
the name of the old company or to select one quite similar thereto. 
(See World’s Dispensary Medical Ass’n v. Robert J. Pierce, 203 
N. Y. 419, 96 N. E. Rep. 738 (2 Trade Mark Reporter, 23}; Charles 
E. Higgins Co. v. Higgins Soap Co., 144 N. Y. 462, 39 N. E. Rep. 
490, 27 L. R. A. 42, 43 Am. St. Rep. 769; Hotel Claridge Co. v. George 
Rector, 164 App. Div. 185, 149 N. Y. Supp. 748 [4 Trade Mark Re- 
porter, 556]; Merritt Burial Co. v. Merritt, 155 App. Div. 565, 140 
N. Y. Supp. 895 [3 Trade Mark Reporter, 174]; Id., 214 N. Y. 676, 
108 N. E. Rep. 1108 [5 Trade Mark Reporter, 236]; Oneida Com- 
munity v. Oneida Game Trap Co., 168 App. Div. 769, 154 N. Y. 
Supp. 391 [5 Trade Mark Reporter, 316]; Church v. Kresner,26 App. 
Div. 349, 49 N. Y. Supp. 742; De Long v. De Long Hook & Eye Co., 
89 Hun, 399, 35 N.Y. Supp. 509; Dutton & Co. v. Cupples, 117 App. 
Div. 172, 102 N. Y. Supp. 309; Bernhard v. Bernhard, 156 App. 
Div. 739, 142 N. Y. Supp. 94 [3 Trade Mark Reporter, 336]; 
Fuller v. Huff, 104 Fed. Rep. 141, 43 C. C. A. 453,51 L. R. A. 332; 
Waterman Co. v. Modern Pen Co., 235 U.S. 88, 35 Sup. Ct. 91, 59 
L. Ed. 142 [5 Trade Mark Reporter, 1]; Herring-McHale-Marvin 
Safe Co. v. Marvin Safe Co., 208 U.S. 554; Garcia v. Garcia [D. C.] 
197 Fed. Rep. 637 [2 Trade Mark Reporter, 402].) 

It is not necessary in trade-mark cases, where it is clear that 
the use will result in deception and damages, to await either before 
applying for an injunction (T. A. Vulcan v. Myers et al., 139 N. Y. 
364, 34 N. E. Rep. 904); and this court has extended the doctrine to 
other cases of unfair competition (Dutton & Co. v. Cupples, 117 
App. Div. 172, 102 N. Y. Supp. 309; Commercial Adv. Ass’n v. 
Haynes, 26 App. Div. 279, 49 N. Y. Supp. 938; Society of War of 
1812 v. Society of War of 1812, 46 App. Div. 568, 62 N. Y. Supp. 
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355; Salvation Army in U.S. v. American Salvation Army, 135 App. 
Div. 268, 120 N. Y. Supp. 471, 141 App. Div. 931, 126 N. Y. Supp. 
1145.) 

Although the evidence relating to the secondary meaning 
acquired by the words ‘‘ Material Men’s”’ is, under the decisions in 
Koehler v. Sanders (122 N. Y. 65, 25 N. E. Rep. 235, 9 L. R. A. 576); 
Employers’ Liability Assurance Corporation v. Employers’ Liability 
Insurance Co. (10 N. Y. Supp. 845, affirmed as to this point 61 
Hun, 552, 16 N. Y. Supp. 397; Commercial Advertiser Ass’n v. 
Haynes, 26 App. Div. 279, 49 N. Y. Supp. 938)—not sufficient to 
warrant the court in deciding that the plaintiff is entitled to the 
exclusive use of those words in its corporate name, yet we are of 
opinion that the defendant should not be permitted to use those 
words in its name, without accompanying them by other words 
clearly distinguishing the defendant from the plaintiff. These 
views require the reversal of findings of fact numbered 21, 23, 25, 
28, 29, 30, 31, 32, 33, 34, 35, and 40; and conclusions of law num- 
bered 1, 2, 3, 5, 6, and 7, made by the trial court, should be re- 
versed. And additional findings of fact in accordance with plain- 
tiff’s requests to find Nos. 9, 10, 12, 13, 14, 15, 16, 17, 18, 20, 22, 
23, and 24, and conclusions of law in accordance with plaintiff’s 
request to find conclusions Nos. 1, 3, and 6, should be found; and 
conclusion of law No. 7, requested by plaintiff, should be modified 
by incorporating therein, after each prohibition against the use 
of the words ‘‘ Material Men’s” by the defendant, the following 
words, “‘without other appropriate words to distinguish the busi- 
ness of the defendant from that of the plaintiff,” and, as thus 
modified, should be found; and the plaintiff should have judg- 
ment in accordance with the conclusions of law as thus modified. 

It follows that the judgment should be reversed, with costs, 
and judgment awarded to the plaintiff in accordance with these 
views, with costs; order to be settled on notice. All concur. 





